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Novelty and Statutory Bars

§ 2:1 Blue Calypso, LLC v. Groupon, Inc.

Reference disclosing combination of functionalities may 
anticipate even though not necessarily “arranged as in the 
claim.”

In Blue Calypso, LLC v. Groupon, Inc.,1 the patents-at-issue were 
drawn to a peer-to-peer advertising system that used mobile commu-
nication devices. The system was based on the idea that advertising 
could be more efficient if an advertiser enlisted one of its customers to 
electronically forward advertisements to like-minded peers. Also, a 
“subsidy program” induced customers or subscribers to increase expo-
sure of an advertisement. Advertisers could customize their subsidy 
program by specifying things like product discounts or rewards points, 
and could identify certain demographic criteria required for eligibility.

A mobile device user could subscribe to a program by creating a 
profile containing demographic information, and by selecting subsidy 
programs for which the subscriber was qualified. The advertiser would 
also determine which subscribers were eligible for which subsidy 
programs.

Advertisements contained a link that connected a subscriber to an 
advertiser’s website for information, offers, or coupons. The subscriber 
could then forward the advertisement to a peer’s communication 
device.

Groupon sought CBM review, and the PTAB granted the same. In 
its final written decision, the PTAB found various claims unpatentable 
1. Blue Calypso, LLC v. Groupon, Inc., 815 F.3d 1331 (Fed. Cir. 2016) (opinion by 
Circuit Judge Chen, joined by Circuit Judge Reyna, dissenting-in-part opinion by 
Circuit Judge Schall).
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§ 2:1 2017 FEDERAL CIRCUIT YEARBOOK
under section 102. The PTAB also found certain claims were unpat-
entable under section 112. The PTAB, however, rejected Groupon’s 
contention that other claims were unpatentable under section 103. The 
Federal Circuit affirmed-in-part and reversed-in-part. Circuit Judge 
Schall dissented from one of the panel majority’s conclusions vis-à-vis 
invalidity under section 102.

Pertinent here, in Net MoneyIN, Inc. v. VeriSign, Inc.,2 the Federal 
Circuit had reversed a district court’s grant of summary judgment 
noting that an anticipatory reference must disclose all of the claimed 
elements “arranged as in the claim.” Here, the Federal Circuit distin-
guished Net MoneyIN, noting that “[h]owever, a reference can antici-
pate a claim even if it ‘d[oes] not expressly spell out’ all the limitations 
arranged or combined as in the claim, if a person of skill in the art, 
reading the reference, would ‘at once envisage’ the claimed arrange-
ment or combination,”3 quoting Kennametal, Inc. v. Ingersoll Cutting 
Tool Co.4

In particular, the PTAB had found that several claims were antici-
pated by a Paul reference that disclosed an Internet-based email 
communication system that broadcast communications to members. 
That system included certain “tools,” including one that allowed users 
to develop and manage email direct marketing campaigns that sent 
personalized email messages to members having records matching 
parameters identified for a campaign. Another “tool” was a “refer a 
friend” advertising tool that provided a coupon to a member who was 
successful in referring a friend to the website of the business.

Blue Calypso did not dispute that Paul disclosed all of the elements 
of the subject claims. Blue Calypso urged that those “tools” were 
disclosed in Paul as distinct elements and that the overall combination 
of the claims was not disclosed. Blue Calypso urged that although Paul 
disclosed all of the claim elements, Paul did not disclose the elements 
“arranged as in the claim.”

The Federal Circuit distinguished Net MoneyIN, noting that Paul 
explicitly contemplated the “combination of the disclosed functional-
2. Net MoneyIN, Inc. v. VeriSign, Inc., 545 F.3d 1359, 1369 (Fed. Cir. 2008).
3. Blue Calypso, 815 F.3d at 1341.
4. Kennametal, Inc. v. Ingersoll Cutting Tool Co., 780 F.3d 1376, 1381 (Fed. Cir. 

2015).
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Novelty and Statutory Bars § 2:2
ities.”5 The Federal Circuit further noted that the board had reviewed 
expert testimony that supported its factual determination that one of 
ordinary skill in the art would read Paul as disclosing the ability to 
combine the tools to arrive at the claimed invention.

The Federal Circuit concluded that this case was more similar to 
Kennametal: “Just as in Kennametal, there is no suggestion here that one 
of skill in the art would not have the ability to use the direct e-mail 
campaign tool option in conjunction with the refer-a-friend campaign 
tool to send refer-a-friend e-mail message incentives to a subset of the 
members based on member demographic characteristics.”6

Circuit Judge Schall dissented: “Given the majority’s reliance on 
Kennametal and its view of the Board’s purported findings, it seems to 
me the majority concludes that we should affirm because one skilled in 
the art would ‘at once envisage’ the claimed invention when reading 
Paul. I part company with the majority on this point, for this case, I 
believe, is governed by Net MoneyIN.”7

Judge Schall urged that “the record evidence does not contain an 
express or inherent disclosure (or even an express contemplation) of 
the combined use of the direct-email and refer-a-friend tools. The 
evidence, at most, it seems to me, reveals that Paul discloses a single 
system with multiple tools that are capable of functioning together. 
This is not enough for anticipation.”8

§ 2:2 Blue Calypso, LLC v. Groupon, Inc.

A report available by hyperlink from a student’s personal 
webpage does not constitute a “printed publication.”

Pertinent facts in Blue Calypso, LLC v. Groupon, Inc.,9 are discussed 
supra in § 2:1. The Federal Circuit affirmed the PTAB’s conclusion that 
5. Blue Calypso, 815 F.3d at 1343.
6. Id. at 1344.
7. Id. at 1353 (Schall, J., dissenting).
8. Id. at 1356 (Schall, J., dissenting).
9. Blue Calypso, LLC v. Groupon, Inc., 815 F.3d 1331 (Fed. Cir. 2016) (opinion by 

Circuit Judge Chen, joined by Circuit Judge Reyna, dissenting-in-part opinion by 
Circuit Judge Schall).
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Blue Calypso’s five patents-at-issue constituted covered business 
method patents under AIA § 18.

In a cross-appeal, Groupon urged the Federal Circuit to reverse the 
PTAB’s conclusion that a Ratsimor reference did not qualify as a 
printed publication. The Federal Circuit declined to do so.

The Ratsimor reference was a report co-authored by Dr. Olga 
Ratsimor who, at the time, was a graduate student in the computer 
science and engineering department of the University of Maryland 
Baltimore County (UMBC). The authors, Dr. Ratsimor and other 
students, and Dr. Joshi, Groupon’s expert, described a program called 
“eNcentive” that transmitted advertising materials to users and allowed 
those users to forward those advertisements to other users. The users 
who forwarded the advertisements were then rewarded with additional 
promotions and other compensation. The report was available through 
a hyperlink on Dr. Ratsimor’s personal webpage.

The PTAB concluded that the report was not publicly accessible, 
and therefore did not qualify as a “printed publication.” The Federal 
Circuit agreed.

The Federal Circuit reiterated that “[t]o qualify as a printed publi-
cation, a reference ‘must have been sufficiently accessible to the public 
interested in the art.’”10 In Voter Verified, Inc. v. Premier Election Solu-
tions., Inc.,11 the Federal Circuit concluded that a document was avail-
able through an online location where there was evidence that the 
online location was widely known to those interested in the technical 
field, in that case voter verification.

Here, the Federal Circuit noted that in contrast to Voter Verified, this 
case lacked any testimonial evidence that a person interested in e-
commerce and peer-to-peer marketing would be independently aware 
of the web address for Dr. Ratsimor’s personal page. In other words, 
the Federal Circuit wrote, there was no evidence that the ordinarily 
skilled artisan would know of Dr. Ratsimor’s personal webpage or its 
web address.
10. Id. at 1348, quoting In re Cronyn, 890 F.2d 1158, 1160 (Fed. Cir. 1989).
11. Voter Verified, Inc. v. Premier Election Sols., Inc., 698 F.3d 1374, 1380 (Fed. Cir. 

2012).
40



Novelty and Statutory Bars § 2:3
The Federal Circuit rejected Groupon’s argument that an Internet 
search engine would have been able to locate the report. According to 
the Federal Circuit, it could not “automatically infer” that Dr. 
Ratsimor’s webpage was indexed and thus locatable by a search engine. 
The record was devoid of any evidence that a query of a search engine 
before the critical date, using any combination of search words, would 
have led to Ratsimor appearing in the search results.

Groupon also pointed to an article that Dr. Ratsimor and others 
published relating to the same research, and argued that article would 
have led interested individuals to the Ratsimor report. The Federal 
Circuit disagreed because that article did not cite the Ratsimor report, 
and even if that article would have led persons to the UMBC depart-
ment website, there was no evidence it would have led someone to Dr. 
Ratsimor’s personal website.

§ 2:3 Husky Injection Molding Systems Ltd. v. Athena 
Automation Ltd.

PTAB erred in concluding that a reference was not 
incorporated by reference into a host reference because that 
reference did not use the same terms as in the host 
document.

In Husky Injection Molding Systems Ltd. v. Athena Automation Ltd.,12

Husky’s patent-at-issue was drawn to a particular type of molding 
machine. Husky’s former owner and president, Schad, was also a co-
inventor of the patent-at-issue. Schad assigned the patent-at-issue to 
Husky in 2007, and sold Husky to a private equity group. Schad then 
left to form Athena. In 2012, Athena filed a petition for IPR chal-
lenging all twenty-two claims as being anticipated either by a published 
U.S. application (Glaesener) in combination with a U.S. patent (Choi) 
alleged to be incorporated by reference in Glaesener, or by another 
U.S. patent (Arend).
12. Husky Injection Molding Sys. Ltd. v. Athena Automation Ltd., 838 F.3d 1236 (Fed. 
Cir. 2016) (opinion by Circuit Judge Lourie, joined by Circuit Judge Stoll, concur-
ring-in-part, dissenting-in-part opinion by Circuit Judge Plager).
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Husky did not argue against the alleged anticipation, but urged that 
assignor estoppel barred Athena from filing a petition for IPR. The 
PTAB rejected that argument and instituted the IPR. In its final 
written decision, the PTAB found that claims 1, 4–16, 18, and 20–22 
were anticipated by Arend, and that claims 2, 3, 17, and 19 were not 
anticipated by Glaesener/Choi. The PTAB declined to address 
whether two paragraphs in the Glaesener reference incorporated Choi 
by reference, instead concluding that even if there was an adequate 
incorporation by reference, the combination failed to teach the claim 
limitations “in the same form and order as listed in the claims.”

In a rehearing, the PTAB expressly addressed the incorporation by 
reference issue, and concluded that Athena had failed to show that 
Glaesener incorporated any portion of Choi for purposes of anticipa-
tion. The PTAB reasoned that Athena had provided no evidence of 
what a skilled artisan would understand the “pineapple and toothed-
ring mechanism” in Choi to be, and that Choi and Glaesener were not 
clear what was meant to be incorporated by reference. On appeal, the 
Federal Circuit reversed.

The Federal Circuit reiterated “[a] host document incorporates 
material by reference if it ‘identif[ies] with detailed particularity what 
specific material it incorporates and clearly indicate[s] where that 
material is found in the various documents.’ . . . Whether and to what 
extent material is incorporated by reference is a question of law we 
review de novo. . . . In making such a determination, we assess whether 
a skilled artisan would understand the host document to describe with 
sufficient particularity the material to be incorporated.”13

Glaesener provided that “[a]ll cross-referenced patents and applica-
tion[s] referred to in this specification are hereby incorporated by 
reference,” and that “[t]he tie-bar nuts can be secured . . . by any 
appropriate mechanism, such as the pineapple and toothed-ring mech-
anism described in [Choi].”

Choi did not use the terms “pineapple” or “toothed-ring mecha-
nism,” but the Federal Circuit concluded that one skilled in the art 
would understand the disclosure in Choi that Glaesener was referring 
to. The Federal Circuit noted that the fact that Choi did not recite 
13. Id. at 1248.
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either of the words “pineapple” or “toothed-ring” throughout its 
disclosure was ultimately of no moment: “The incorporation standard 
relies only on the reasonably skilled artisan and his or her ability to 
deduce from language, however imprecise, what a host document aims 
to incorporate.”14

On the other hand, the Federal Circuit expressly declined to 
conclude that the broader incorporation by reference language incor-
porated Choi in its entirety: “Glaesener’s two paragraphs, ¶ 0035 and 
¶ 0049, accordingly work in concert to incorporate at least some 
portions of Choi. It is therefore of no consequence whether Glaes-
ener’s broader statement in fact incorporates the rest of Choi, i.e., in its 
entirety.”

§ 2:4 In re Man Machine Interface Technologies LLC

Federal Circuit rejects PTO’s claim construction as being 
broader than the broadest reasonable construction 
consistent with the specification and reverses an 
anticipation rejection, but affirms an obviousness rejection.

In In re Man Machine Interface Technologies LLC,15 the Federal Circuit 
reversed the PTO’s claim construction as being broader than the 
broadest reasonable construction consistent with the specification, and, 
accordingly, reversed a rejection based on anticipation. The Federal 
Circuit, however, affirmed a rejection based on obviousness.

Man Machine’s patent-at-issue was drawn to a remote-control 
device for making selections on TV or computer screens:
14. Id.
15. In re Man Mach. Interface Techs. LLC, 822 F.3d 1282 (Fed. Cir. 2016) (opinion by 

Circuit Judge Stoll, joined by Circuit Judges Lourie and O’Malley).
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Claim 1 required that the body of the device be “adapted to be held 
by the human hand.” Claim 1 also required a multi-function “thumb 
switch being adapted for activation by a human thumb.” The thumb 
switch, which controls cursor movement and object selection on the 
screen, included an annular switch (4) including four switches that 
surround a center switch (3).

A third party requested ex parte reexamination. The examiner 
rejected the claims as anticipated and obvious, primarily in view of a 
Japanese patent disclosing a desk mouse:

The examiner construed “adapted to be held by the human hand” 
broadly to include various “forms of grasp or grasping by a user’s 
hand,” and construed “thumb switch” broadly as “merely requir[ing] 
that a switch . . . be capable of being enabled/activated by a thumb but 
. . . not preclud[ing] another digit, i.e. index finger.”
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The board held that “adapted to be held by the human hand” did 
not exclude various forms of grasp by the human hand, including 
grasping of a desk-bound mouse, and “thumb switch” did not exclude 
switch activation by another digit or item such as a pen “so long as the 
switch of the device is capable of being enabled by a user’s thumb.”

The Federal Circuit noted that “adapted to” generally meant “made 
to,” “designed to,” or “configured to,” although the phrase could also 
more broadly mean “capable of ” or “suitable for.” Here, the Federal 
Circuit concluded that “adapted to,” in light of the claims and specifi-
cation, had the narrower meaning. The Federal Circuit noted, inter 
alia, that the specification expressly distinguished desk-bound devices 
such as disclosed in the Japanese patent.

The Federal Circuit, accordingly, reversed the anticipation rejection 
based on the Japanese patent, which did not disclose the limitations 
“adapted to be held by the human hand” and “thumb switch being 
adapted for activation by a human thumb.”

The obviousness rejection was based on a U.S. patent, Florin, that 
disclosed a hand-held remote-control device with a thumb switch used 
to select images on a screen:

The Federal Circuit concluded that Florin disclosed a remote-
control body “adapted to” be held by a human hand, and a center 
button “adapted to” be activated by a human thumb. The claims also 
required an “annular switch including only four switches and the cover 
plate cover[ing] the four switches,” which was not disclosed in Florin; 
however, the Japanese patent disclosed such an annular switch. The 
Federal Circuit noted that Man Machine had not introduced or relied 
on any objective evidence of non-obviousness.

The Federal Circuit concluded that substantial evidence supported 
the board’s conclusion that the claims would have been obvious.
45



§ 2:5 2017 FEDERAL CIRCUIT YEARBOOK
§ 2:5 Merck & Cie v. Watson Laboratories, Inc.

Offer to sell a chemical compound prior to the critical date 
constituted a commercial offer for sale, even though never 
consummated.

In Merck & Cie v. Watson Laboratories, Inc.,16 claim 4, the sole 
asserted claim of the patent-in-suit, was drawn to a crystalline calcium 
salt of a tetrahydrofolic acid (“MTHF”). The critical date, that is, one 
year before the filing date of the application maturing into the patent-
in-suit, was April 17, 1999.

In 1997, Merck and Weider Nutrition International, Inc. began 
exploring a partnership to introduce dietary supplements having 
Merck ingredients into the United States. Merck and Weider first 
began considering a joint venture to market MTHF. In February 1998, 
Merck and Weider executed a confidentiality agreement, which 
provided, in part: “Unless and until such definitive agreement 
regarding a transaction between Weider and Merck has been signed by 
both parties, neither party will be under any legal obligation of any 
kind with respect to such a transaction.”

In August 1998, Weider notified Merck that it was no longer inter-
ested in forming a joint venture, but wanted to purchase two kilograms 
of MTHF, and enquired about price. On September 9, 1998, a Merck 
manager sent Weider a signed fax stating:

[W]e would like to handle your purchase of [MTHF] very sim-
pl[y].

Therefore please send the order to my attention and I will arrange 
everything. In addition we need the exact delivery address/per-
son.

The price is 25,000 US$ per kg [of MTHF] free delivered to your 
R&D center in the U.S. Payment terms are 60 days net. With 
Rick Blair and Richard Bizzaro we discussed a purchase of 2 kg 
[of MTHF]. If you need more, we have no problem for an imme-
16. Merck & Cie v. Watson Labs., Inc., 822 F.3d 1347 (Fed. Cir. 2016) (opinion by Cir-
cuit Judge Mayer, joined by Circuit Judges Dyk and Hughes).
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diate[ ] delivery. After receiving your order you will get the offi-
cial confirmation of the order.

On September 16, 1998, Weider’s purchasing manager responded 
stating that Weider would order two kilograms of MTHF for delivery 
to its Salt Lake City facility. The manager required information to 
complete the purchase order, namely “[s]pecification sheet for the raw 
material outlining physical, analytical, and microbial characteristics” of 
the MTHF product as well as the “material safety data sheets,” and a 
certificate of insurance naming Weider as an additional insured.

On September 25, 1998, Merck sent Weider a specification and 
analytical data sheet for the MTHF product, and advised that Weider 
would receive a certificate of insurance after the product had been 
shipped. Merck reiterated that the price would be $25,000 per kilo-
gram. On October 8, 1998, Merck sent Weider a letter confirming 
that it had placed a “first order” for two kilograms of MTHF.

Merck subsequently met with Whitehall Robins, a competitor of 
Weider. Whitehall Robins told Merck that it was interested in 
obtaining exclusive rights to market MTHF in the United States.

In January 1999, Merck contacted Weider asking whether the 
purchase order was still “active.” On January 9, 1999, Weider sent 
Merck an email noting the parties had made a “mutual decision” to 
cancel Weider’s “existing order for [MTHF].”

In 2013, Bayer Pharma AG, Bayer Healthcare Pharmaceuticals Inc., 
and Merck & Cie sued Watson asserting that Watson infringed claim 4 
by filing ANDAs seeking approval to manufacture generic versions of 
Safyral® and Beyaz® oral contraceptive products. Watson stipulated to 
infringement, thus leaving only validity at issue.

The distr ict court held, inter alia, that claim 4 was not invalid 
because of the on-sale bar. The district court concluded that MTHF 
was “ready for patenting” by September 1998, and that there was no 
commercial sale or offer for sale because the September 9, 1998, fax 
was not sufficiently definite since it did not include “important safety 
and liability terms.” On appeal, the Federal Circuit reversed.

The Federal Circuit concluded that the September 9, 1998, fax 
constituted a commercial offer for sale. The Federal Circuit noted that 
the fax was sent in direct response to Weider’s request to purchase two 
kilograms of MTHF, and provided essential pr ice, delivery, and 
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payment terms, and the offer was not qualified—that is, Merck would 
“arrange everything.”

The Federal Circuit rejected Merck’s argument that there was no 
binding offer to sell MTHF, reasoning that was belied by the record. 
The Federal Circuit also noted that regardless of whether the commu-
nications between Merck and Weider in the fall of 1998 were sufficient 
to establish a binding contract for the sale of MTHF, they confirmed 
that, at a minimum, both parties understood that Martin’s September 
9, 1998, fax was an offer to sell the product. Although Merck ulti-
mately failed to deliver any MTHF to Weider—possibly because it 
subsequently decided to pursue a more lucrative exclusive licensing 
arrangement with one of Weider’s competitors, the Federal Circuit 
concluded that was not dispositive: “An offer to sell is sufficient to raise 
the on-sale bar, regardless of whether that sale is ever consummated.”17

The Federal Circuit also rejected Merck’s reliance on the confiden-
tiality agreement, noting first that the agreement did not cover a sale of 
the product, and second, even if did, the agreement provided that there 
was no legal obligation until there was a definitive agreement signed by 
both parties.

§ 2:6 Perfect Surgical Techniques, Inc. v. Olympus 
America, Inc.

Federal Circuit panel majority: PTAB’s requirement to show 
“continuous” diligence from prior to the effective date of a 
reference to the patentee’s filing date held to be too 
exacting—but strong and persuasive dissent from Judge 
Schall.

In Perfect Surgical Techniques, Inc. v. Olympus America, Inc.,18

following an IPR instituted by Olympus, the PTAB concluded that 
each of the challenged claims in PST’s patent-at-issue anticipated or 
17. Id. at 1352.
18. Perfect Surgical Techniques, Inc. v. Olympus Am., Inc., 841 F.3d 1004 (Fed. Cir. 

2016) (opinion by Circuit Judge Moore, joined by Circuit Judge O’Malley, concur-
ring-in-part, dissenting-in-part opinion by Circuit Judge Schall).
48



Novelty and Statutory Bars § 2:6
would have been obvious over a Japanese published application. In 
particular, the PTAB concluded that PST had not shown that the 
inventor, Dr. Nezhat, met the diligence for antedating the Japanese 
published application.

Dr. Nezhat’s attorney, Mr. Heslin, sent him a draft application on 
January 28, 1998. That application was later filed with the PTO on 
May 1, 1998—a ninety-three-day lapse of time. The Japanese applica-
tion was published on February 10, 1998, roughly thirteen days after 
Dr. Nezhat received the draft application. Thus, Dr. Nezhat was 
required to show reasonable diligence from February 9, 1998 to the 
filing date of May 1, 1998, in order to antedate the Japanese reference.

Dr. Nezhat testified that his medical practice required him to work 
eighty hours a week, but that he had submitted comments on the orig-
inal draft on March 2, received questions from Mr. Heslin on March 4 
and 12, participated in a conference with Mr. Heslin on March 16, and 
received a second draft application on April 13. Mr. Heslin recounted 
the same dates and provided a number of exhibits including letters, 
billing statements, etc. providing corroboration for the dates.

The PTAB accepted the testimony and corroborating evidence, but 
held that Dr. Nezhat had not shown the requisite diligence from 
(1) February 10 to March 1, (2) March 12 to March 15, and (3) April 
13 to May 1. The PTAB concluded that PST had failed to show a 
“continuous exercise of reasonable diligence for the entire critical 
period.”

The Federal Circuit panel majority concluded that “[t]he standard 
demanded by the Board is too exacting and in conflict with our prece-
dent.” The Federal Circuit panel majority countered that “[a] patent 
owner need not prove the inventor continuously exercised reasonable 
diligence throughout the critical period; it must show there was 
reasonably continuous diligence.”19 

The Federal Circuit panel majority explained that “[u]nder this 
standard, an inventor is not required to work on reducing his invention 
to practice every day during the critical period. . . . And periods of 
inactivity within the critical period do not automatically vanquish a 
patent owner’s claim of reasonable diligence.”20
19. Id. at 1009.
20. Id.
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The Federal Circuit panel majority explained that “[i]n deter-
mining whether an invention antedates another, the point of the dili-
gence analysis is not to scour the patent owner’s corroborating 
evidence in search of intervals of time where the patent owner has 
failed to substantiate some sort of activity. It is to assure that, in light of 
the evidence as a whole, ‘the invention was not abandoned or unrea-
sonably delayed.’”21

The Federal Circuit panel majority further explained that just 
because an inventor overseeing a study did not record its progress on a 
daily, weekly, or even monthly basis did not mean the inventor neces-
sarily abandoned his invention or unreasonably delayed it. The Federal 
Circuit panel majority explained that the same logic applies to the 
preparation of a patent application: “the absence of evidence that an 
inventor and his attorney revised or discussed the application on a daily 
basis is alone insufficient to determine that the invention was aban-
doned or unreasonably delayed. One must weigh the collection of 
evidence over the entire critical period to make such a determina-
tion.”22

The Federal Circuit panel majority further concluded that under a 
rule of reason analysis, PST was not required to corroborate every day 
the application was worked on, every surgery Dr. Nezhat performed, 
or specify precisely what work was done. According to the panel 
majority, “such corroboration was particularly unnecessary when, as 
here, the record indisputably showed that activities must have occurred 
within the relevant timeframe.”

The Federal Circuit panel majority also held that the PTAB had 
failed to fully credit Mr. Heslin’s activities: “By preparing and filing the 
application that would issue as the ’384 patent on behalf of Dr. Nezhat, 
Mr. Heslin was acting as Dr. Nezhat’s agent. The Board was required 
to weigh Mr. Heslin’s testimony and evidence of activity as an exten-
sion of Dr. Nezhat’s. And it was required to weigh this evidence by 
application of a rule of reason over the course of the entire critical 
period.”

Circuit Judge Schall dissented from the foregoing, noting, inter alia, 
that “[a]fter reviewing our cases and the record, I am not persuaded 
21. Id.
22. Id.
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that the Board imposed too exacting a standard on PST.”23 In partic-
ular Judge Schall focused on the “first gap.”

Judge Schall’s view of the “law” was that “[t]o establish priority of 
an invention, a party must show either an earlier reduction to practice 
or an earlier conception followed by a diligent reduction to practice. . . 
. When a party relies on an earlier conception (PST’s circumstance), it 
must ‘connect[] the conception with [the inventor’s] reduction to prac-
tice by reasonable diligence on his part, so that they are substantially 
one continuous act.’ . . . The inventor must show diligence throughout 
the entire critical period, which runs from a date just before the prior 
art’s invention date to the inventor’s filing date. . . . Determining 
whether an inventor shows reasonable diligence is a ‘case specific 
inquiry.’”24

According to Judge Schall, gaps in activity do not necessarily equate 
to a lack of diligence, provided those gaps are adequately explained: 
“Thus, as I understand the law, establishing diligence requires that the 
inventor account for his or her activities during the entire critical 
period. Where there are stretches of inactivity, the inventor must 
provide a reasonable justification for those gaps with corroborating 
evidence.”25

Over all, Judge Schall urged that the PTAB’s approach was consis-
tent with Federal Circuit law.

§ 2:7 The Medicines Co. v. Hospira, Inc.

The en banc Federal Circuit concludes that, in the case of a 
product-by-process claim, to be “on sale” under 
section 102(b) a product must be the subject of a commercial 
sale or offer for sale, and a commercial sale is one that bears 
the general hallmarks of a sale under section 2-106 of the 
Uniform Commercial Code. Federal Circuit does not 
overturn the “no supplier exception” per se, but offers “work 
around” for companies or individuals engaging third parties 
23. Id. at 1015 (Schall, J., concurring-in-part, dissenting-in-part).
24. Id. (Schall, J., concurring-in-part, dissenting-in-part).
25. Id. at 1016 (Schall, J., concurring-in-part, dissenting-in-part).
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to manufacture products, namely (1) ensure title to the 
product remains with company/individual, and (2) ensure 
that charges by third party are for manufacturing services. 
However, if the claimed invention is a method, paying 
another to perform the method may still place the “method” 
on sale. Federal Circuit potentially opens door to 
reconsidering whether “confidential” transaction may 
constitute “on sale” activity.

In The Medicines Co. v. Hospira, Inc.,26 Hospira had filed two 
ANDAs seeking FDA approval to sell generic bivalirudin drug products 
before the expiration of The Medicines Company’s (MedCo) two 
patents listed in the FDA “Orange Book” as covering Angiomax, a 
form of bivalirudin that MedCo marketed in the United States. Bivali-
rudin drug products were used to prevent blood clotting, and were 
used as anticoagulants during coronary surgery.

The active pharmaceutical ingredient (API), bivalirudin, was too 
acidic to be administered by injection. MedCo used a compounding 
process, but that process could produce impurities. MedCo did not 
have manufacturing facilities, and contracted with Ben Venue Labora-
tories to manufacture commercial quantities of Angiomax. In June 
2005, Ben Venue manufactured a batch of the drug that had a level of 
impur ities exceeding the FDA approved maximum. The same 
occurred again in 2006.

MedCo developed a new compounding process that became the 
subject of the patents-in-suit. Ben Venue used the new process starting 
in October 2006, to produce the drug product for MedCo.

The patents contained product and product-by-process claims. A 
representative product claim was:

Pharmaceutical batches of a drug product comprising bivalirudin 
(SEQ ID NO: 1) and a pharmaceutically acceptable carrier for use 
as an anticoagulant in a subject in need thereof, wherein the 
batches have a pH adjusted by a base, said pH is about 5-6 when 
reconstituted in an aqueous solution for injection, and wherein 
26. The Meds. Co. v. Hospira, Inc., 827 F.3d 1363 (Fed. Cir. 2016) (en banc) (opinion 
by Circuit Judge O’Malley, joined by Chief Judge Prost and Circuit Judges New-
man, Lourie, Dyk, Moore, Reyna, Wallach, Taranto, Chen, Hughes, and Stoll).
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the batches have a maximum impurity level of Asp9-bivalirudin 
that does not exceed about 0.6% as measured by HPLC.

A representative product-by-process claim was:

Pharmaceutical batches of a drug product comprising bivalirudin 
(SEQ ID NO: 1) and a pharmaceutically acceptable carrier, for 
use as an anticoagulant in a subject in need thereof, said batches 
prepared by a compounding process comprising:

(i) dissolving bivalirudin in a solvent to form a first solution;
(ii) efficiently mixing a pH-adjusting solution with the first solution 
to form a second solution, wherein the pH adjusting solution com-
prises a pH-adjusting solution solvent; and
(iii) removing the solvent and pH-adjusting solution solvent from 
the second solution;

wherein the batches have a pH adjusted by a base, said pH is about 
5-6 when reconstituted in an aqueous solution for injection, and 
wherein the batches have a maximum impurity level of Asp9-bi-
valirudin that does not exceed about 0.6% as measured by HPLC.

The applications maturing into the patents-in-suit were filed on 
July 27, 2008, and therefore had a critical date of July 27, 2007.

MedCo, in late 2006, paid Ben Venue $347,500 to manufacture 
three batches of the drug product that fell within the claims of the 
patents-in-suit. Each was a full commercial-sized batch. Collectively, 
the batches had a market value of over $20 million. The batches were 
placed in quarantine with MedCo’s distr ibutor, who would place 
purchase orders with MedCo on a weekly basis. It was not until August 
2007—after the July 27, 2007 critical date—that MedCo released the 
batches from quarantine, and made them available for sale.

Hospira contended, inter alia, that the claimed invention had been 
placed “on sale” prior to the critical date: (1) when MedCo paid Ben 
Venue to manufacture the drug before the critical date, and (2) when 
MedCo offered to sell the drug to its distributor before the critical 
date. 

The district court, using the two-step analysis of Pfaff v. Wells Elec-
tronics, Inc.,27 namely determining whether the claimed invention was 
27. Pfaff v. Wells Elecs., Inc., 525 U.S. 55 (1998).
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(1) the subject of a commercial offer for sale; and (2) ready for 
patenting, prior to the critical date, concluded that the claimed inven-
tion was “ready for patenting” because MedCo had developed two 
enabling disclosures prior to the critical date. However, the district 
court concluded that the claimed invention had not been commercially 
offered for sale prior to the critical date. The district court reasoned 
that the transactions between MedCo and Ben Venue were sales of 
contract manufacturing services in which title to the drug product 
always resided with MedCo.

The district court also looked to the underlying intent of the on-
sale bar, namely precluding an inventor from profiting on the commer-
cial use of an invention for longer than the statutory grace period. The 
distr ict court reasoned that the batches were used for “validation 
purposes” and were for experimental purposes. The district court also 
held that MedCo’s distribution agreement with its distributor did not 
constitute “on sale” activity and was simply a “contract to enter into a 
contract” for future sales of the drug product.

The Federal Circuit’s order granting en banc rehearing ordered new 
briefing on the following:

(a) Do the circumstances presented here constitute a commercial 
sale under the on-sale bar of 35 U.S.C. § 102(b)?

(i) Was there a sale for the purposes of § 102(b) despite the 
absence of a transfer of title?
(ii) Was the sale commercial in nature for the purposes of 
§ 102(b) or an experimental use?

(b) Should this court overrule or revise the principle in Special De-
vices, Inc. v. OEA, Inc., 270 F.3d 1353 (Fed. Cir. 2001), that there 
is no “supplier exception” to the on-sale bar of 35 U.S.C. § 
102(b)?

The Federal Circuit en banc answered question (a) that, under the 
facts of the case, there was no commercial sale or offer for sale of the 
drug product prior to the critical date because, inter alia, there was no 
transfer of title to the drug product, that is, MedCo had retained title 
to the product, and Ben Venue charged only for its manufacturing 
services. The Federal Circuit en banc also held that “stockpiling” the 
drug product prior the critical date did not constitute a “sale” of the 
product.
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The Federal Circuit en banc did not address the issue of experi-
mental use. On question (b), the Federal Circuit factually distinguished 
Special Devices and the other “no supplier exception” cases on the 
ground that in those cases there had been an actual passage of title to 
the products. Although the Federal Circuit en banc overruled those 
cases to the extent they were inconsistent with the current opinion, the 
Federal Circuit refused to overturn the “no supplier exception” rule 
per se. Rather, the Federal Circuit concluded that was simply one step 
in the analysis.

The Federal Circuit began with an overview of the development of 
the on-sale bar from the Act of 1793, to the 1952 Act, concluding that 
the focus had been on whether the “claimed invention” had been 
placed “on sale.” The Federal Circuit further noted that the focus here 
was on the first prong of the Pfaff analysis, namely whether the inven-
tion had been the subject of a commercial sale or offer for sale.

On that question, the Federal Circuit reiterated that “[w]e have 
held that ‘the question of whether an invention is the subject of a 
commercial offer for sale is a matter of Federal Circuit law, to be 
analyzed under the law of contracts as generally understood,’”28 and 
“[w]e also have held that, to be true to Pfaff when assessing prong one 
of § 102(b), we must focus on those activities that would be under-
stood to be commercial sales and offers for sale ‘in the commercial 
community.’”29 The Federal Circuit further reiterated that “[w]e have 
also indicated that, ‘[a]s a general proposition, we will look to the 
Uniform Commercial Code (“UCC”) to define whether . . . a 
communication or series of communications rises to the level of a 
commercial offer for sale,’” and “we have made clear that, post-Pfaff, 
‘[t]he transaction at issue must be a “sale” in a commercial law sense,’ 
and that ‘[a] sale is a contract between parties to give and to pass rights 
of property for consideration which the buyer pays or promises to pay 
the seller for the thing bought or sold.’”30
28. Meds. Co., 827 F.3d at 1373, quoting Grp. One, Ltd. v. Hallmark Cards, Inc., 254 
F.3d 1041, 1047 (Fed. Cir. 2001).

29. Id. at 1373.
30. Id.
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The Federal Circuit accordingly concluded that the transactions 
between MedCo and Ben Venue in 2006 and 2007 did not constitute 
commercial sales of the patented product.

The Federal Circuit emphasized that under section 102(b), it is the 
“invention,” that is, the claimed invention, that must be “on sale.” 
Here, all of the asserted claims covered products. The Federal Circuit 
reiterated that “[f]or validity purposes, the ‘invention’ in a product-by-
process claim is the product.”31

Hospira’s argument was that Ben Venue put the invention “on sale” 
by manufacturing the drug product for MedCo. The Federal Circuit 
rejected that argument saying that “we have never espoused the notion 
that, where the patent is to a product, the performance of the 
unclaimed process of creating the product, without an accompanying 
‘commercial sale’ of the product itself, triggers the on-sale bar.”32 

According to the Federal Circuit, the cases on which Hospira relied 
all involved process or method patents in which the (1) inventors 
sought compensation (2) from the buying public for (3) performing the 
claimed processes or methods. In particular, the Federal Circuit charac-
terized Metallizing Engineering Co. v. Kenyon Bearing & Auto Parts Co.,33

as a case in which the patentee used a secret process to recondition 
worn metal parts for its customers, for compensation, before the crit-
ical date. The Federal Circuit characterized D.L. Auld Co. v. Chroma 
Graphics Corp.34 as a case in which the patentee had offered to sell a 
product made by the claimed method to prospective customers, that is,
it offered to practice the method in return for compensation. In Plum-
tree Software, Inc. v. Datamize, LLC,35 and Scaltech, Inc. v. Retec/Tetra, 
LLC,36 according to the Federal Circuit, the court had concluded that 
offering to perform the steps of the patented methods for customers in 
exchange for payment invoked the on-sale bar.
31. Id. at 1374, citing Amgen Inc. v. F. Hoffman-La Roche Ltd., 580 F.3d 1340, 1369 
(Fed. Cir. 2009). If the issue is infringement, rather than validity, however, the anal-
ysis differs.

32. Id.
33. Metallizing Eng’g Co. v. Kenyon Bearing & Auto Parts Co., 153 F.2d 516, 517–18 

(2d Cir. 1946).
34. D.L. Auld Co. v. Chroma Graphics Corp., 714 F.2d 1144, 1148 (Fed. Cir. 1983).
35. Plumtree Software, Inc. v. Datamize, LLC, 473 F.3d 1152, 1163 (Fed. Cir. 2006).
36. Scaltech, Inc. v. Retec/Tetra, LLC, 269 F.3d 1321, 1328–29 (Fed. Cir. 2001).
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The Federal Circuit reasoned that although those cases were distin-
guishable on multiple grounds, it found particularly significant the fact 
that the inventions-at-issue there were “processes or methods.”

The Federal Circuit accordingly concluded that “[t]he most natural 
conclusion to draw from all of the evidence presented in this case is 
that Ben Venue sold contract manufactur ing services—not the 
patented invention—to MedCo. Under MedCo’s instructions and 
using an API supplied by MedCo, Ben Venue acted as a pair of ‘labora-
tory hands’ to reduce MedCo’s invention to practice. The invoices for 
the manufacturing service stated, ‘Charge to manufacture Bivalirudin 
lot.’” The Federal Circuit also found it significant that MedCo only 
paid Ben Venue roughly 1% of the ultimate market value for the drug 
product. Thus, the Federal Circuit reasoned that “under the plain text 
of § 102(b), there was no sale of the ‘invention.’”37

On the issue of “title,” the Federal Circuit was less clear. The 
Federal Circuit first reasoned that “[t]he absence of title transfer further 
underscores that the sale was only of Ben Venue’s manufacturing 
services. Because Ben Venue lacked title, it was not free to use or sell 
the claimed products or to deliver the patented products to anyone 
other than MedCo, nor did it do so. Section 2-106(1) of the Uniform 
Commercial Code describes a ‘sale’ as ‘the passing of title from the 
seller to the buyer for a price.’ U.C.C. § 2-106(1). The passage of title 
is a helpful indicator of whether a product is ‘on sale,’ as it suggests 
when the inventor gives up its interest and control over the product.”38

On the other hand, the Federal Circuit wrote that “[w]hile we 
agree with Hospira that the UCC does not have ‘talismanic signifi-
cance’ with respect to the on-sale bar, and we decline to draw a bright 
line rule making the passage of title dispositive, we find the absence of 
title transfer significant because, in most instances, that fact indicates an 
absence of commercial marketing of the product by the inventor.”39

The Federal Circuit added that “[i]t is with vigilance that we have held 
that the sale of products made using patented methods triggers the on-
sale bar, even though title to the claimed method itself did not pass.”40
37. Meds. Co., 827 F.3d at 1375.
38. Id.
39. Id.
40. Id. at 1376.
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The Federal Circuit also raised the confidential nature of the 
contract between MedCo and Ben Venue, although acknowledging 
that “we, and our predecessors, have found confidential transactions to 
be patent invalidating sales under § 102(b).”41

The Federal Circuit reasoned that “[l]ike the absence of title 
transfer, the confidential nature of the transactions is a factor which 
weighs against the conclusion that the transactions were commercial in 
nature. Again, this factor is not disqualifying in all instances—it too is 
not of talismanic significance.”42 The Federal Circuit added that “[i]n 
this case, however, we find that the scope and nature of the confidenti-
ality imposed on Ben Venue supports the view that the sale was not for 
commercial marketing purposes.”43

Earlier in the opinion, the Federal Circuit wrote that, prior to Pfaff, 
the court had “identified several policies underlying section 102(b): to 
promote the early filing of patent applications—i.e., to foster disclosure 
of patented inventions to the public; to prevent an inventor from prof-
iting from the commercial use of an invention for a prolonged period 
before filing a patent application claiming that invention; to discourage 
the removal of inventions from the public domain; and to give inven-
tors a reasonable time to discern the potential value of an invention.”44

However, the Federal Circuit then wrote that “[t]his changed with 
Pfaff, in which the Supreme Court replaced the ‘totality of the circum-
stances’ test—which the Court noted had been criticized as ‘unneces-
sarily vague’—with a two-pronged test.”45

Nevertheless, later in the opinion, toward the conclusion of the 
court’s discussion of the “on sale” issue, the Federal Circuit wrote: 
“Rather than rest our decision on formalities, our focus is on what 
makes our on-sale bar jurisprudence coherent: preventing inventors 
from filing for patents a year or more after the invention has been 
commercially marketed, whether marketed by the inventor himself or a 
41. Id. citing, inter alia, In re Caveney, 761 F.2d 671, 676 (Fed. Cir. 1985), for the prop-
osition that “‘It is well established . . . that a single sale or offer to sell is enough to 
bar patentability’ even if kept secret from the trade.”

42. Id.
43. Id.
44. Id. at 1372.
45. Id.
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third party.”46 Namely, the Federal Circuit returned to the policies 
underlying the “on sale” bar of section 102(b), despite earlier saying 
that those policies were subsumed in the Pfaff opinion.

The Federal Circuit did so as a segue to discussing “stockpiling.” 
The Federal Circuit rejected Hospira’s argument that if the “on sale” 
bar was not applicable, it “would improperly permit an inventor to 
commercially stockpile his invention,” in order to “restock its long-
depleted commercial pipeline.”

The Federal Circuit again returned to the statute requiring that 
“the invention” must be “on sale,” and that “the mere stockpiling of a 
patented invention by the purchaser of manufacturing services does not 
constitute a ‘commercial sale’ under § 102(b). Stockpiling—or 
building inventory—is, when not accompanied by an actual sale or 
offer for sale of the invention, mere pre-commercial activity in prepa-
ration for future sale. This is true regardless of how the stockpiled 
material is packaged [that is, here the drug product was pre-packaged]. 
The on-sale bar is triggered by actual commercial marketing of the 
invention, not preparation for potential or eventual marketing.”47

The Federal Circuit reasoned that contrary to Hospira’s assertions, 
“not every activity that inures some commercial benefit to the inventor 
can be considered a commercial sale. Instead, stockpiling by an 
inventor with the assistance of a contract manufacturer is no more 
improper than is stockpiling by an inventor in-house.”48

In particular, the Federal Circuit reasoned that it was “well-settled 
that mere preparations for commercial sales are not themselves 
‘commercial sales’ or ‘commercial offers for sale’ under the on-sale 
bar.”49 The Federal Circuit added that “we have never held that stock-
piling by an inventor in-house triggers the on-sale bar.”50

The Federal Circuit did not issue a blanket rejection of the “no 
supplier exception” rule, but the opinion contains strong language that 
suggests the court currently questions that rule. In particular, the 
Federal Circuit voiced a view that companies (or individuals) lacking 
46. Id. at 1376.
47. Id.
48. Id.
49. Id. at 1377.
50. Id. at 1378.
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in-house manufacturing capabilities should not be treated differently 
from those companies having such in-house capabilities.

The Federal Circuit added that “penalizing a company for relying, 
by choice or by necessity, on the confidential services of a contract 
manufacturer, does exactly that. Applying the on-sale bar to the trans-
action-at-issue would be: (1) arbitrary, as it treats companies making 
the same pre-commercial preparations differently; (2) ineffective to 
discourage stockpiling, as it does not penalize or prevent companies 
with in-house manufacturing capabilities from stockpiling; (3) and 
unnecessary, as stockpiling by the purchaser of manufacturing services 
is not the type of commercial activity with which the on-sale bar is 
concerned. . . . There is no room in the statute and no principled 
reason raised by the parties or any of the amici to apply a different set 
of on-sale bar rules to inventors depending on whether their business 
model is to outsource manufacturing or to manufacture in-house. In 
fact, the amici uniformly argue that applying the on-sale bar to the 
type of transaction that occurred here would only make the drug 
development process more costly, punish efficient use of resources, and 
deter future investments in innovation.”51

Hospira urged that failing to find “on sale” activity here would be 
inconsistent with several “no supplier exception” cases, including Bras-
seler, U.S.A. I, L.P. v. Stryker Sales Corp.,52 Special Devices, Inc. v. OEA, 
Inc.,53 and Hamilton Beach Brands, Inc. v. Sunbeam Products.54 The 
Federal Circuit distinguished those cases on their facts.

In Brasseler, for example, the Federal Circuit reasoned that it had not 
held that “transactions with suppliers should always be deemed 
commercial sales.”55 In Special Devices, the Federal Circuit reasoned 
that “while we declined to adopt a ‘supplier exception’ to the on-sale 
bar, we did so in the face of a concession by the inventor that the trans-
action between it and its supplier was a commercial sale. Thus, the 
import of Special Devices is simply that the fact that a sale is made by a 
51. Id.
52. Brasseler, U.S.A. I, L.P. v. Stryker Sales Corp., 182 F.3d 888, 891 (Fed. Cir. 1999).
53. Special Devices, Inc. v. OEA, Inc., 270 F.3d 1353 (Fed. Cir. 2001).
54. Hamilton Beach Brands, Inc. v. Sunbeam Prods., 726 F.3d 1370, 1375 (Fed. Cir. 

2013).
55. Id.
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supplier is not, standing alone, sufficient grounds upon which to char-
acterize a transaction having all of the hallmarks of a commercial sale 
under the UCC as something other than a commercial sale.”56

Similarly, the Federal Circuit reasoned that in Hamilton Beach, the 
inventor had not urged a supplier exception to section 102(b), and had 
not argued that no commercial sale of the patented product would 
occur if the inventor purchased it from its supplier.

However, the Federal Circuit did overrule those cases to the extent 
inconsistent with the result in Medicines, but subject to a caveat: “Lest 
there be any doubt, however, to the extent language in those cases 
might be viewed as dictating a different result here, they are overruled 
with one important caveat. We still do not recognize a blanket ‘supplier 
exception’ to what would otherwise constitute a commercial sale as we 
have characterized it today. While the fact that a transaction is between 
a supplier and inventor is an important indicator that the transaction is 
not a commercial sale, understood as such in the commercial market-
place, it is not alone determinative. Where the supplier has title to the 
patented product or process, the supplier receives blanket authority to 
market the product or disclose the process for manufacturing the 
product to others, or the transaction is a sale of product at full market 
value, even a transfer of product to the inventor may constitute a 
commercial sale under § 102(b). The focus must be on the commercial 
character of the transaction, not solely on the identity of the partici-
pants.”57

MedCo also argued that its transactions with Ben Venue were for 
experimental purposes, that is, for validating whether the process 
would work as intended, and would produce a consistently acceptable 
product. The district court had sua sponte agreed that the transactions 
were for experimental purposes.

The Federal Circuit declined to address the issue. However, on the 
question whether there can be “experimental use” after an actual 
reduction to practice, the panel opinion had held that “[t]he district 
court also clearly erred in finding that the experimental use doctrine 
bars the application of the on-sale bar to the Ben Venue batches. 
56. Id.
57. Meds. Co., 827 F.3d at 1380 (emphasis added).
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‘[E]xperimental use cannot occur after a reduction to practice.’”58 In 
the en banc opinion, the Federal Circuit wrote that “[s]ince the panel 
opinion has been vacated, we also decline to parse individual state-
ments therein that are not determinative of the question presented.”59

§ 2:8 TransWeb, LLC v. 3M Innovative Properties Co.

Whether sufficient corroborating evidence exists to support 
an interested witness’ testimony concerning a prior “in 
public use” is evaluated under the rule of reason.

In TransWeb, LLC v. 3M Innovative Properties Co.,60 TransWeb and 
3M manufactured filters for respirators. The filter media at issue 
consisted of nonwoven fibrous webs that were produced by melting 
pellets of a filter material and blowing the melted material into thin 
films.

It had been known in the art that the filter medium could be 
improved by imparting an electrical charge. TransWeb and 3M inde-
pendently developed a technique for doing so using plasma fluorina-
tion, namely subjecting the surface of a filter web to intense heat 
plasma and a gaseous fluorine compound.

In late April or early May 1997, prior to the critical date for 3M’s 
patents-in-suit (both having an effective filing date of July 1998), it was 
uncontested that Kumar Ogale, TransWeb’s founder, attended an 
industry exposition and handed out samples of filter material that 
included TransWeb’s “T-Melt” products—TransWeb’s melt-blown 
media. It was disputed, however, whether Ogale handed out samples of 
TransWeb’s “T-Melt P” products, namely plasma-fluorinated T-Melt 
products.

Ogale testified at trial that he did, in fact, hand out T-Melt P prod-
ucts, but no independent documents or testimony confirmed that. The 
parties did not contest, however, that if Ogale handed out T-Melt P 
58. The Meds. Co. v. Hospira, Inc., 791 F.3d at 1372, quoting In re Cygnus Telecomm. 
Tech., LLC Patent Litig., 536 F.3d 1343, 1356 (Fed. Cir. 2008).

59. Meds. Co., 827 F.3d at 1381.
60. TransWeb, LLC v. 3M Innovative Props. Co., 812 F.3d 1295 (Fed. Cir. 2016) (opin-

ion by Circuit Judge Hughes, joined by Circuit Judges Wallach and Bryson).
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products, then those products would serve as prior art “in public use” 
to 3M’s patents-in-suit.

Although 3M originally filed suit for infringement in Minnesota, 
that suit was dismissed for lack of personal jurisdiction in favor of a 
declaratory judgment action filed by TransWeb in New Jersey.

A jury found that the asserted claims were not infringed, those 
claims were invalid, both patents were unenforceable because of ineq-
uitable conduct, 3M had committed a Walker Process violation, and 
TransWeb was entitled to lost profits and attorney’s fees as antitrust 
damages. The district court entered judgment on the jury verdicts.

On the “in public use” issue, the Federal Circuit reiterated that:

Oral testimony by an interested party on its own will generally 
not suffice as “clear and convincing” evidence of invalidity. . . . 
Rather, such oral testimony must be corroborated by some other 
evidence. . . . The corroborating evidence can include documents 
and testimonial evidence. . . . Circumstantial evidence can be suf-
ficient. . . . This corroboration requirement for testimony by an 
interested party is based on the sometimes unreliable nature of 
oral testimony, due to the “forgetfulness of witnesses, their liabili-
ty to mistakes, their proneness to recollect things as the party call-
ing them would have them recollect, aside from the temptation to 
actual perjury.” . . .

A “rule of reason” analysis is used to determine the sufficiency of 
corroboration, under which “all pertinent evidence is examined 
in order to determine whether the inventor’s story is credible.” . . . 
Such a requirement would indeed be “the antithesis of the rule of 
reason.” . . . We have generally been most skeptical of oral testi-
mony that is supported only by testimonial evidence of other in-
te re s t ed  pe r son s .  .  .  .  We have  repea t ed ly  no ted  th a t  
contemporaneous documentary evidence provides greater corrob-
orative value. . . . But there are no hard and fast rules as to what 
constitutes sufficient corroboration, and each case must be decid-
ed on its own facts. . . .

We treat the ultimate determination of whether such oral testimo-
ny is sufficiently corroborated as a question of fact, which we re-
view for clear error. . . . .61
61. Id. at 1301–02.
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3M contended that TransWeb had presented no corroborating 
evidence on whether the products distributed at the expo were plasma-
fluorinated material. However, the Federal Circuit concluded that 
there was corroborating evidence.

At this point in the opinion, the Federal Circuit refers to various 
documents that are not fully explained. For example, the Federal 
Circuit says that “[t]he correspondence with Fourth State demonstrates 
that TransWeb had produced the plasma fluorinated material at least 
three months prior to the expo,”62 but did not explain that correspon-
dence.

The Federal Circuit also noted that TransWeb’s own patent applica-
tion, filed at the same time as the expo, demonstrated that Ogale had 
invented and was seeking patent protection for the plasma-fluorinated 
material at least by the time of the expo.

The Federal Circuit noted that the correspondence with “Filtration 
Group” demonstrated that Ogale was sending out samples of the 
plasma-fluor inated T-Melt product shortly after the expo. The 
numerous correspondences contemporaneous with the Filtration 
Group correspondence, each accompanying samples of filter material 
not specifically identified as T-Melt, showed that Ogale was sending 
out other samples of filter material that may have been plasma-fluori-
nated. However, the Federal Circuit did not explain the correspon-
dence with Filtration Group or the other correspondence.

The Federal Circuit said that the correspondence with Gerson 
demonstrated that TransWeb was offering for sale large quantities of 
the plasma-fluorinated product within two months of the expo. But, 
again, the Federal Circuit did not explain that correspondence.

The Federal Circuit concluded that “considered in its totality, the 
evidence provided ‘abundant support’ for the credibility of Ogale’s 
claim that he distributed the plasma-fluorinated material at the expo. 
As such, we find no clear error in the district court’s determination 
that Ogale’s testimony was sufficiently corroborated.”63

The Federal Circuit rejected 3M’s argument that the claims would 
not have been obvious in light of the product found to have been “in 
public use” and another reference.
62. Id. at 1302.
63. Id. at 1303.
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§ 2:9 U.S. Water Services, Inc. v. Novozymes A/S

Dispute whether prior art always met claim limitation 
precluded summary judgment of inherent anticipation.

In U.S. Water Services, Inc. v. Novozymes A/S,64 U.S. Water Services 
patents-in-suit were drawn to reducing the fouling of equipment 
during the production of ethanol by introducing the enzyme phytase at 
various points in the production process. Phytase was known to break 
down phytic acid found in plant material.

An international publication, Veit, described the production of 
ethanol as involving the steps of (1) milling, (2) liquefaction, 
(3) saccharification, and (4) fermentation. Veit disclosed adding phytase 
during the saccharification and fermentation steps to increase yield. A 
second reference, Antr im, disclosed liquefying corn starch and 
disclosed that an enzyme inhibiting yield was a form of phytate.

The Federal Circuit reiterated that (1) “[a] reference is anticipatory 
under 35 U.S.C. § 102(b) (2006) if ‘the pr ior art reference . . . 
disclose[s] each and every feature of the claimed invention, either 
explicitly or inherently,’ ” (2) “[e]ven if a prior art reference does not 
explicitly disclose all features of the claimed invention, we have found 
that the reference inherently may do so,” (3) “anticipation by inherent 
disclosure is appropriate only when the [single prior art] reference 
discloses prior art that must necessarily include the unstated limitation,” 
(4) “[i]nherency, however, may not be established by probabilities or 
possibilities. The mere fact that a certain thing may result from a given 
set of circumstances is not sufficient,” (5) “[r]ather, ‘[t]he inherent 
result must inevitably result from the disclosed steps. . . .’”65

The district court concluded that Veit and Antrim disclosed six of 
seven limitations, and that the seventh limitation, “thereby reducing 
the formation of insoluble deposits,” was inherently disclosed.

However, U.S. Water had introduced expert testimony that prac-
ticing the methods of Veit and Antrim would not always result in a 
reduction of deposits. The Federal Circuit concluded that the district 
64. U.S. Water Servs., Inc. v. Novozymes A/S, 843 F.3d 1345 (Fed. Cir. 2016) (opinion 
by Circuit Judge Wallach, joined by Circuit Judges Hughes and Stoll).

65. Id. at 1350.
65
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court, while recognizing that there was conflicting testimony on the 
issue, had improperly made credibility determinations and had improp-
erly weighed conflicting evidence.

The Federal Circuit concluded that the testimony from U.S. Waters’ 
expert raised a genuine unresolved issue of material fact that precluded 
summary judgment.
66
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