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§ 1:1 Introduction
Patents are now known as intellectual property. And like real 

property, intellectual property is defined by boundaries. In patents, 
the boundaries are called claims. The determination of the patent 
boundaries (called claim construction) is often the most important 
part of patent infringement litigation and is often case-dispositive. 
“The name of the game is the claim,” according to Judge Rich of the 
Federal Circuit Court of Appeals.1 Judge Mayer of the same court, 
describing the criticality of claim construction, stated: “To decide 
what the claims mean is nearly always to decide the case.”2
1. Giles Sutherland Rich, Extent of Protection and Interpretation of 
Claims—American Perspectives, 21 INT’L REV. INDUS. PROP. & COPY-
RIGHT L. 497, 499 (1990), cited with approval in In re Hiniker Co., 150 
F.3d 1362, 1369 (Fed. Cir. 1998).

2. Markman v. Westview Instruments, Inc., 52 F.3d 967, 989 (Fed. Cir. 
1995) (en banc) (Mayer, J., concurring), aff ’d, 517 U.S. 370 (1996).
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For example, infringement can be decided only by determining 
whether the alleged infringer is within or without the boundaries of 
the patent.

It is a “bedrock principle” of patent law that “the claims of a 
patent define the invention to which the patentee is entitled the 
right to exclude.”3

Likewise, whether an invention is new and entitled to a patent, 
or whether a patent is invalid, is decided by determining whether 
the prior art is within or without the boundaries, or so close thereto 
as to be obvious.

By statute, the claims are part of the specification of the patent. 
Section 112 requires that the specification conclude with one or 
more claims “particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention.”4 This 
is the only statutory requirement delineating the boundary of a pat-
ent’s exclusivity. But a decision maker must determine what a par-
ticular word or phrase in a claim actually means to determine 
infringement and validity. A similar inquiry is needed for many oth-
er matters commonly involved in patent litigation, such as enable-
ment and the prior art that must be disclosed to the U.S. Patent and 
Trademark Office (PTO) during prosecution. The task is much like 
what a lexicographer does in preparing a dictionary, that is, to create 
a definition for that word or phrase.

How the construction of a claim is accomplished is primarily in 
a body of case law created after the 1995 en banc Markman decision 
in the Federal Circuit.5 The specific holding in Markman was that 
the determination of the scope of patent claims is a question of law 
exclusively for the court, not something to be submitted to the jury. 
Since then, courts have often held separate hearings to decide the 
scope of claims. What the court must determine is what a person of 
ordinary skill in the field of the patented invention would under-
stand the language of the claims to mean. These hearings have be-
come known as Markman hearings or Markman determinations. 
Concurring and dissenting judges in Markman referred to such pro-
ceedings as “a sea change in the course of patent law that is nothing 
3. Phillips v. AWH Corp., 415 F.3d 1303, 1325 (Fed. Cir. 2005) (en banc) 
(quoting Innova/Pure Water, Inc. v. Safari Water Filtration Sys., Inc., 381 
F.3d 1111, 1115 (Fed. Cir. 2004)).

4. 35 U.S.C. § 112.
5. Markman, 52 F.3d 967.
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short of bizarre”6 and as creating “a litigation system that is unique 
to patent cases.”7

The law as it has developed after Markman makes it clear that 
there is no mandated or standard procedure to accomplish claim 
construction. As the Federal Circuit stated in its en banc 2005 deci-
sion in Phillips,

there is no magic formula or catechism for conducting claim 
construction. Nor is the court barred from considering any par-
ticular sources or required to analyze sources in any specific 
sequence, as long as those sources are not used to contradict 
claim meaning that is unambiguous in light of the intrinsic evi-
dence [that is, the patent, its file history, and cited prior art].8

So today claim construction procedures are largely at the discre-
tion of the trial judge (in the absence of local rules, which are be-
coming more prevalent). Claim construction remains one of the 
most difficult and important parts of any patent infringement litiga-
tion. This book describes how to navigate the seas of this unique 
procedure to obtain the best possible claim construction, while at 
the same time minimizing the expenditure of time and money.

§ 1:2 The Markman Decisions
Markman involved the plaintiff ’s patent for an inventory control 

system for use in dry cleaning establishments. At issue was whether 
the term “inventory” in the plaintiff ’s claims included articles of 
clothing. The jury, construing the claims, determined that “inven-
tory” did not include clothing, and found infringement. But on a 
motion after trial, the district court construed “inventory” to in-
clude clothing. It therefore found no infringement, because defen-
dant’s system did not keep track of clothing—that system retained 
only information about invoices and cash.

Affirming the district court, the Federal Circuit said that claim 
construction was a matter of law for the judge to decide, not the ju-
ry. The court rejected the argument that making claim construction 
an issue of law for the court violated the Seventh Amendment right 
to a jury trial.9 The Federal Circuit rejected an analogy to the con-
struction of contracts, where the jury may have a role in determin-
6. Id. at 989 (Mayer, J., concurring in the result).
7. Id. at 999 (Newman, J., dissenting).
8. Phillips, 415 F.3d at 1324.
9. Markman, 52 F.3d at 981.
(Patent Claim, Rel. #1, 10/14) 1–3
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ing the true intent of the parties in using the contract language. It 
said a closer analogy is construction of a statute:

There are, of course, differences between a statute and a patent. 
But because both of these public instruments may create liabil-
ity in third persons who were not participants in the legislative 
process or the PTO proceedings, as the case may be, we con-
clude that the statutory interpretation model is a more accurate 
model than the contractual one.10

The Supreme Court affirmed that there was no Seventh Amend-
ment violation.11 The Court also expanded upon the analogy to 
statutory construction:

The construction of written instruments is one of those things 
that judges often do and are likely to do better than jurors unbur-
dened by training in exegesis. Patent construction in particular 
“is a special occupation, requiring, like all others, special train-
ing and practice. The judge, from his training and discipline, is 
more likely to give a proper interpretation to such instruments 
than a jury; and he is, therefore, more likely to be right in per-
forming such a duty, than a jury can be expected to be.”12

The Federal Circuit’s opinion in Markman said that a patent is 
“a fully integrated written instrument.”13 To ascertain the meaning 
of claims, the claims themselves, the specification, and the prosecu-
tion history should be used.14 These things are now known as in-
trinsic evidence. The court also said that extrinsic evidence—
defined as all evidence external to the patent and prosecution histo-
ry15—could be used at a court’s discretion. But such evidence can be 
used only for the court’s understanding of the patent, not to vary or 
contradict the terms of the claims. The Federal Circuit identified 
the testimony of experts and inventors, dictionaries, and learned 
treatises as examples of extrinsic evidence.16
10. Id. at 987.
11. Markman, 517 U.S. 370.
12. Id. at 388–89 (quoting Parker v. Hulme, 18 F. Cas. 1138, 1140 (No. 

10,740 C.C.E.D. Pa. 1849).
13. Markman, 52 F.3d at 978.
14. Id. at 979.
15. Id. at 980. The Federal Circuit has later amplified that the prosecution 

history includes the prior art cited during the examination leading to the 
patent’s issuance. See Phillips v. AWH Corp., 415 F.3d 1303, 1329 (Fed. 
Cir. 2005) (en banc).

16. Markman, 52 F.3d at 980–81.
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The Federal Circuit emphasized the importance of having a cer-
tainty of construction that allows everyone to understand the 
boundaries of a patent. For example, it stated that “it is only fair 
(and statutorily required) that competitors be able to ascertain to a 
reasonable degree the scope of the patentee’s right to exclude.”17

This certainty has sometimes been referred to as the “public no-
tice” function of patent claims.18 That is, the patent claim should 
be clear like a land deed. The public should have clear notice of 
when it will or will not be violating the patentee’s rights.

The court said that the construction of a claim can ordinarily be 
accomplished in framing the charge to the jury, but acknowledged 
that it could be done in other contexts as well.19 Since claim con-
struction is a matter of law, it was subject to de novo review.20 Upon 
such review, the Federal Circuit agreed with the lower court’s claim 
construction and affirmed the finding of no infringement.

§ 1:3 Summary of Post-Markman Law
A host of court decisions since Markman have crystallized many 

aspects of claim construction practice and procedure. Also, many 
district courts have promulgated local rules setting forth procedures 
for claim construction. Some of the more important themes in 
these decisions and rules are summarized below. They are covered 
in depth in later chapters.

§ 1:3.1 Certainty Versus Uncertainty21

Claim terms are generally given their “ordinary and customary 
meaning” to a person of ordinary skill in the field of the invention. 
Despite the Markman premise that judges are more likely to arrive 
at correct and consistent meanings than a jury, this has not been 
the case. The Federal Circuit’s reversal rate on claim construction 
has hovered near 50%. Faced with the same claim terms, different 
judges very often reach differing results in their constructions. In-
deed, ten years after Markman, with a large body of law and experi-
ence available, in a case involving simple technology, the differences 
in claim construction were stark: the district court judge arrived at 
one construction in granting summary judgment of no infringe-
17. Id. at 978.
18. See, e.g., Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 

29 (1997); Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 
1311 (Fed. Cir. 1999).

19. Markman, 52 F.3d at 981.
20. Id. at 979.
21. See section 2:2.1.
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ment; two judges on the Federal Circuit arrived at another in af-
firming that judgment, while the dissenting judge believed a third 
construction was correct; and an en banc court, in a 9–3 opinion, 
reversed and remanded in view of the full court’s different claim 
construction.22 In another notable case, an expanded five-judge pan-
el in the Federal Circuit split three to two on whether the word “an-
imal” in a claim included humans or not.22.1

In seeking certainty by focusing on the question of method, the 
Federal Circuit has itself meandered between various “best” con-
struction methodologies. At one time, it seemed that the court be-
lieved that reliance on technical dictionaries was the most 
“objective” way to construe claims.23 But the dictionary-first meth-
od was later rejected by the en banc court in Phillips. In Phillips, the 
court stated:

“The specification is, thus, the primary basis for construing the 
claims.” Standard Oil Co. v. Am. Cyanamid Co., 774 F.2d 448, 
452 (Fed. Cir. 1985). On numerous occasions since then, we 
have reaffirmed that point, stating that “[t]he best source for 
understanding a technical term is the specification from which 
it arose, informed, as needed, by the prosecution history.”24

It may be, however, that certainty will never really be possible be-
cause of the nature of the beast. Patents are granted for technologi-
cal advances. But to create the claims, the technology must be 
translated by the inventor and the patent drafter into the English 
language. “Things are not made for the sake of words, but words for 
things.”25 Then that language is arranged in the patent application 
to meet requirements of the patent law and PTO rules and proce-
dures. Further, in the PTO examination process, such language is 
the subject of negotiation to fit within the parameters of the statute 
and the case law. If the patent ends up in court, such negotiated lan-
guage is then construed by generalist judges interpreting the words 
as to what they mean to a hypothetical person of ordinary skill in 
the technology of the patent. And finally, the Federal Circuit judges, 
most of whom are also generalists, review the claim construction de 
novo—giving no deference to the district court judge’s determina-
tions.
22. Phillips v. AWH Corp., 415 F.3d 1303, 1329 (Fed. Cir. 2005) (en banc).
22.1. See Martek Biosciences v. Nutrinova, 579 F.3d 1363 (Fed. Cir. 2009).
23. Tex. Digital Sys., Inc. v. Telegenix, Inc., 308 F.3d 1193, 1203 (Fed. Cir. 

2002).
24. Phillips, 415 F.3d at 1315 (some citations omitted).
25. Autogiro Co. of Am. v. United States, 384 F.2d 391, 397 (Ct. Cl. 1967).
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One of the Federal Circuit’s predecessor courts explained the dif-
ficulty thusly:

The very nature of words would make a clear and unambiguous 
claim a rare occurrence. Writing on statutory interpretation, Jus-
tice Frankfurter commented on the inexactitude of words:

They are symbols of meaning. But unlike mathematical 
symbols, the phrasing of a document, especially a compli-
cated enactment, seldom attains more than approximate 
precision. If individual words are inexact symbols, with 
shifting variables, their configuration can hardly achieve 
invariant meaning or assured definiteness.
The inability of words to achieve precision is none the less 
extant with patent claims than it is with statutes. The prob-
lem is likely more acute with claims. Statutes by definition 
are the reduction of ideas to print. Since the ability to ver-
balize is crucial in statutory enactment, legislators develop a 
facility with words not equally developed in inventors. An 
invention exists most importantly as a tangible structure or 
a series of drawings. A verbal portrayal is usually an after-
thought written to satisfy the requirements of patent law. 
This conversion of machine to words allows for unintended 
idea gaps which cannot be satisfactorily filled. Often the 
invention is novel and words do not exist to describe it. The 
dictionary does not always keep abreast of the inventor. It 
cannot. Things are not made for the sake of words, but 
words for things. To overcome this lag, patent law allows the 
inventor to be his own lexicographer.26

§ 1:3.2 Indefiniteness 27

Claims are invalid as indefinite if they fail to meet the require-
ment of 35 U.S.C. § 112 that they be claims “particularly pointing 
out and distinctly claiming” the invention. As Markman observed, 
this means that competitors should be able to review the intrinsic 
evidence in the public record “to ascertain to a reasonable degree 
the scope of the patentee’s right to exclude.”28 There is little doubt 
that construction of claims, particularly those in highly technical 
and sophisticated areas of technology, is extremely difficult for gen-
26. Id. at 396–97 (citations omitted). Note that the opinions of the predeces-
sor courts to the Federal Circuit (the Court of Claims; the Court of Cus-
toms and Patent Appeals) are binding precedent on the Federal Circuit. 
See S. Corp. v. United States, 690 F.2d 1368 (1982).

27. See section 2:4.1.
28. Markman, 52 F.3d at 967.
(Patent Claim, Rel. #1, 10/14) 1–7
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eralist judges. So one might expect that judges would often invali-
date difficult-to-understand claims as indefinite. But this largely did 
not happen in the past, even where, for example, the court found 
that “the evidence [on claim construction] is far from clear, and the 
prosecution history in particular presents serious problems of inter-
pretation.”29

The Federal Circuit explained that even though “expert witness-
es, trial courts, and even the judges of this court may disagree” as to 
a proper claim construction, a claim would not be invalid as indefi-
nite unless all “reasonable efforts at claim construction prove fu-
tile.”30 Even if the task of construction is “formidable,” and 
reasonable people might differ in their views, the claim was never-
theless considered definite enough under the statute if it was 
“amenable to construction” and its meaning was “discernible.”31 

However, the likelihood of being able to prove a claim is indefi-
nite has increased with the 2014 Supreme Court decision in Nauti-
lus v. BioSig.31.1 There, the Supreme Court rejected the high bar 
established by the Federal Circuit to show a claim is indefinite. It 
established a “reasonable certainty” standard instead. The Court’s 
new standard is “a patent is invalid for indefiniteness if its claims, 
read in light of the specification delineating the patent, and the 
prosecution history, fail to inform, with reasonable certainty, those 
skilled in the art about the scope of the invention.”31.2

§ 1:3.3 Timing
The Federal Circuit has made it plain that the timing of claim 

construction is at the discretion of the trial judge. It can be at any 
time from early in the case through jury instruction. Indeed, in 
Markman itself, the construction was done by the judge in a motion 
for judgment as a matter of law (JMOL) after trial. The Federal Cir-
cuit said that while the trial judge should have instructed the jury 
as to the meaning of the claims, the failure to do so was harmless in 
view of the court’s handling of the JMOL motion.32

Many district courts now have local rules that specify when 
claim construction is accomplished.33
29. N. Telecom Ltd. v. Samsung Elecs., 1996 WL 532122, at *14 (N.D. Cal.), 
aff ’d in part, rev’d in part, and remanded, 215 F.3d 1281 (Fed. Cir. 2000).

30. Exxon Research & Eng’g Co. v. United States, 265 F.3d 1371, 1375 (Fed. 
Cir. 2001).

31. Id.
31.1. Nautilus v. BioSig, 572 U.S. __, 134 S. Ct. 2120 (2014).
31.2. Id. at 134 S. Ct. at 2124.
32. Markman, 52 F.3d at 981–82. See chapter 4.
33. See chapters 5 and 6.
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§ 1:3.4 Types of Presentations 
The Federal Circuit has also given the district courts wide lati-

tude on the procedures they use to arrive at a claim construction. 
Hearings (often called Markman hearings), witnesses, lawyer argu-
ment, tutorials, written submissions, presentation of exhibits and 
visual aids, etc., are all possibilities.34 Furthermore, claim construc-
tion may be combined with other motions, such as for a prelimi-
nary injunction or for summary judgment.35

§ 1:3.5 Use of Extrinsic Evidence
The trial courts also have wide discretion in their consideration 

of extrinsic evidence.36 At all times, however, extrinsic evidence is 
less significant than intrinsic evidence.37 The Federal Circuit has 
consistently referred to the importance of the “public notice” func-
tion of patent claims, that is, what members of the public would 
understand from the intrinsic evidence which is available to all.38

At various times the Federal Circuit has established a hierarchy 
of extrinsic evidence. It generally prefers what it considers objective 
evidence, such as dictionaries. It has expressed disfavor with expert 
testimony, since that testimony is often litigation-driven.

§ 1:3.6 Finality of Claim Construction39

Courts have been amenable to changing an early claim construc-
tion in cases where the record has been developed more completely 
later. For example, the construction may be made early in the case 
on a motion for preliminary injunction. Later, discovery may uncov-
er information requiring some change. Indeed, the Federal Circuit, 
in a later appeal, has revised its own claim construction made in an 
earlier appeal of a preliminary injunction motion.40 Although it re-
mains the law today, this lack of finality has been criticized:

[E]ven one case wherein the Federal Circuit has deemed itself 
unconstrained by its own prior interpretation of the same patent 
removes finality and encourages relitigation of every patent. The 
promise of uniformity and finality, flowing from decisions of 
34. See chapter 6.
35. See chapter 10.
36. See section 2:3.
37. Phillips v. AWH Corp., 415 F.3d 1303, 1330 (Fed. Cir. 2005) (en banc).
38. Id.
39. See chapter 3.
40. CVI/Beta Ventures, Inc. v. Tura L.P., 112 F.3d 1146, 1162 n.7 (Fed. Cir. 

1997). See section 3:2.
(Patent Claim, Rel. #1, 10/14) 1–9
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national effect, is a failed promise if we are not bound by stare 
decisis in our own claim interpretation.41

The Federal Circuit has applied the same law of issue preclusion 
to claim construction that applies to all other litigations. It has re-
fused to preclude a party from urging a different claim construction 
than previously urged or even adopted by the court in a previous 
case, unless there was a final judgment rendered after the parties 
were given a reasonable opportunity to litigate a claim before a court 
of competent jurisdiction.42

Furthermore, the Federal Circuit is not limited to the construc-
tion of the parties or the lower court. For example, it has created its 
own claim construction, one which neither the parties nor the lower 
court had considered in twelve years of litigation.43

§ 1:3.7 Consideration of Alleged Infringements
Some courts have expressed a preference to know the infringe-

ment allegations when considering claim construction, while others 
have not. Again, it is at the discretion of the trial court.44

Concerns have been raised that to construe claims outside of 
normal motion practice or without regard to the allegedly infringing 
product or process could run afoul of the case-or-controversy re-
quirement.45 However, courts have generally not been concerned 
about this constitutional issue.46

§ 1:3.8 Appeals
The Federal Circuit has steadfastly refused to take any interlocu-

tory appeals of claim constructions.47

It has also made clear that it gives no deference to the claim con-
structions of the trial court. It reviews all claim constructions de 
41. Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1479 (Fed. Cir. 1998) (en 
banc) (additional views of Newman, J.).

42. RF Del., Inc. v. Pac. Keystone Techs., Inc., 326 F.3d 1255 (Fed. Cir. 2003).
43. See, e.g., J.T. Eaton & Co. v. Atl. Paste & Glue Co., 106 F.3d 1563 (Fed. 

Cir. 1997).
44. See section 6:6.
45. See, e.g., Medco Corp. v. Rates Tech., Inc., 4 F. Supp. 2d 17, 22 (D. Mass. 

1998).
46. See, e.g., Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803–

04 (Fed. Cir. 1999). There it was argued that a claim construction without 
any discovery would amount to providing an advisory opinion, because 
the judge could not know what was really at issue without some discovery. 
The Federal Circuit nevertheless affirmed the claim construction below.

47. See section 11:3.
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novo.48 The lower court constructions are not findings of fact, nor 
based on underlying facts that the lower court determines. This de 
novo review has resulted in reversal rates on claim construction 
that some studies have stated to be as high as 50%.

The double whammy of no interlocutory appeals and de novo re-
view creates a very real dilemma for the losing party on claim con-
struction. As former Chief Judge Rader of the Federal Circuit stated 
in dissent in the Cybor case:

[T]his reversal rate, hovering near 50%, is the worst possible. 
Even a rate that was much higher would provide greater cer-
tainty.

Instead, the current Markman I regime means that the trial 
court’s early claim interpretation provides no early certainty at 
all, but only opens the bidding. The meaning of a claim is not 
certain (and the parties are not prepared to settle) until nearly 
the last step in the process—decision by the Court of Appeals 
for the Federal Circuit. To get a certain claim interpretation, par-
ties must go past the district court’s Markman I proceeding, past 
the entirety of discovery, past the entire trial on the merits, past 
post trial motions, past briefing and argument to the Federal 
Circuit—indeed past every step in the entire course of federal 
litigation, except Supreme Court review. In implementation, a 
de novo review of claim interpretation has postponed the point 
of certainty to the end of the litigation process, at which point, 
of course, every outcome is certain anyway.49

Some litigants—knowing that the unfavorable claim construc-
tion they have received means they will lose their infringement ar-
gument at trial—take a confession of judgment of infringement or 
non-infringement. They save the expense of a trial, and they get a 
chance for a different claim construction when the Federal Circuit 
reviews the construction de novo in the appeal of the final judg-
ment. Other litigants use the preliminary injunction route, know-
ing that the losing party on a motion for preliminary injunction 
may appeal immediately under 28 U.S.C. § 1292.

As of this writing, the Federal Circuit has reaffirmed the de novo 
nature of claim construction review in a six to four en banc deci-
sion.50 The court did so on stare decisis grounds. The majority con-
48. Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448 (Fed. Cir. 1998) (en banc). 
See section 11:2.

49. Cybor, 138 F.3d at 1476.
50. See Lighting Ballast Control LLC v. Philips N. Am. Elecs. Corp. (Case No. 

2012–1014, Feb. 21, 2014).
(Patent Claim, Rel. #1, 10/14) 1–11
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cluded that after fifteen years of experience with Cybor, it should 
retain plenary review of claim construction to provide national uni-
formity, consistency, and finality to the meaning and scope of pat-
ent claims.  

The majority found that the totality of experience confirmed that 
Cybor is an effective implementation of  the Markman case and that 
the criteria for departure from stare decisis was not met.  It stated 
that for over the fifteen years the court had applied Cybor to diverse 
subject matter and that the body of precedent had grown large. Def-
erential review was found not to promise either improved consisten-
cy or increased clarity. It stated that the court had been offered no 
argument of public policy, or changed circumstances, or unwork-
ability or intolerability, or any other justification for changing the 
Cybor methodology and abandoning de novo review of claim con-
struction.

It stated that the opponents of de novo review had not shown 
that Cybor is inconsistent with any law or precedent, or that greater 
deference will produce any greater public or private benefit. Accord-
ingly, the majority concluded that there was neither “grave necessi-
ty” nor “special justification” for departing from Cybor.

There was a vigorous dissent which started from what the dis-
sent understood was a truism—that construing the claims of a pat-
ent at times requires district courts to resolve questions of fact. It 
said that, therefore, de novo review is at odds with binding congres-
sional and Supreme Court authority when it refuses to abide by the 
requirements of Rule 52(a)(6) of the Federal Rules of Civil Proce-
dure, which expressly instructs that, on appeal, all “findings of fact 
. . . must not be set aside unless clearly erroneous.”  The dissent 
also found that de novo review adds considerable uncertainty and 
expense to patent litigation.

Furthermore, as of the writing of this portion of the book, the 
U.S. Supreme Court has granted certiorari, after the Lighting Ballast
en banc decision, in the case of Teva Pharmaceuticals USA, Inc. v. 
Sandoz, Inc.  The question presented in that case to the Supreme 
Court is:  “Whether a district court’s factual finding in support of 
its construction of a patent claim term may be reviewed de novo, as 
the Federal Circuit requires (and as the panel explicitly did in this 
case), or only for clear error, as Rule 52(a) requires.”50.1 But today de 
novo review is the standard. 

Unless that standard is abandoned and some deference is given 
to the claim constructions of the district courts, a statutory solution 
50.1. Grant of Writ of Certiorari March 31, 2014, Sup. Ct. Docket No. 13-854, 
Opinion below, 723 F.3d 1363 (Fed. Cir. 2013).
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would seem to be necessary. Because of the waste, inefficiency, and 
expense of trying a case where the claim construction may ultimate-
ly be found to be wrong, there have been many proposals to allow 
claim construction to be decided by the Federal Circuit prior to a fi-
nal judgment.  Some of the patent reform bills introduced in Con-
gress in recent years have included provisions allowing interlocutory 
appeals of claim constructions. To date, none has been successful; 
and the Leahy-Smith America Invents Act—the comprehensive pat-
ent reform bill passed in 2011—did not contain such a provision.

However, because of the case-dispositive nature of claim con-
struction and the importance of the patent system to the nation’s 
economy, it is likely that there will be more attempts to create a 
statutory right to interlocutory appeal or some other method to 
have a final claim construction before trial.

§ 1:3.9 Local Court Claim Construction Rules
This book devotes a chapter to local rules governing claim con-

struction.51 These rules provide for events such as providing in-
fringement and validity contentions; exchanging claim terms that 
need to be construed and proposed constructions; fact and expert 
discovery; briefing; and date for hearing.

The Northern District of California was the first U.S. District 
Court to adopt local rules for patent claim construction. Its rules 
provide a timetable of events leading to a claim construction hear-
ing. The hearing is to occur approximately six months after the ini-
tial case management conference.

At least twenty-seven other district courts have since created 
rules generally similar to the Northern District’s rules, with varia-
tions for each particular court. Some individual judges have promul-
gated their own rules and procedures.

§ 1:4 The Courts and the Patent and Trademark Office
The America Invents Act of 2011 established an inter partes re-

examination in the PTO, now known as IPR proceedings. Such pro-
ceedings are often commenced after a defendant has been sued. 
There are other procedures available to have the PTO take another 
look at a patent’s validity even while a patent is before a court for 
determination. A court may or may not stay the litigation pending 
the PTO determination, depending on the circumstances. But if no 
stay is granted such that a court and the PTO are simultaneously 
reviewing the same patent, there can be some bizarre results. 
51. See chapter 5.
(Patent Claim, Rel. #1, 10/14) 1–13
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As noted, the Markman cases established that a judge is to de-
cide what disputed claim terms mean as a matter of law. However, 
the PTO standard is different. There the claims are given their 
broadest reasonable interpretation. As a result, two different govern-
mental agencies can be reviewing the same patent as to its validity 
under two different legal standards.

So, for example, in the case of Fresenius USA, Inc. v. Baxter In-
ternational, Inc., a judge made some claim constructions in finding 
the claims of the patent-in-suit non-obvious, which non-obvious-
ness finding was affirmed by the Federal Circuit. The appeal also 
concerned some of the judge’s claim constructions. After the judge’s 
non-obviousness determination, the PTO issued a final rejection of 
the same claims as obvious (in an ex parte re-examination proceed-
ing). This finding was thereafter affirmed by the Federal Circuit 
panel leaving the patent invalid, despite its earlier affirmance that 
the claims were not proved to be invalid in court. The Federal Cir-
cuit did so because it found that the district court case was not final 
(in affirming the judge in the previous appeal, the Federal Circuit 
remanded for a determination of damages and an injunction). A 
writ of certiorari was denied in this case.52 

However, as of the date of this writing, the Federal Circuit has 
ruled 2 to 1 similarly in dPlus, Inc. v. Lawson Software, Inc.53 There 
is a powerful dissent by Judge O’Malley that the holding will dis-
place the critical role of district courts in patent infringement litiga-
tion. She says that a decision of the PTO, an administrative agency 
under a coordinate branch of government, cannot displace a judg-
ment of an Article III court. This case will no doubt be submitted 
for a decision by the Supreme Court as to whether to grant a writ of 
certiorari.

If this case stands, then in any case where there is a parallel PTO 
proceeding, the parties should at least consider staying the court 
proceeding. Even if the court finds the patent claims not to be inval-
id, according to the Baxter case this can all be for nought if the PTO 
finds otherwise.
52. See Fresenius Med. Care Holdings, Inc. v. Baxter Int’l, Inc., No. 03-CV-
1431, 2007 WL 518804 (N.D. Cal. Feb. 13, 2007); Fresenius USA, Inc. v. 
Baxter Int’l, Inc., 582 F.3d 1288 (Fed. Cir. 2009); In re Baxter Int’l, Inc.,
678 F.3d 1357 (Fed. Cir. 2012); reh’g en banc denied, 698 F.3d 1349 (Fed. 
Cir. 2012); Fresenius USA, Inc. v. Baxter Int’l, Inc., 721 F.3d 1330 (Fed. 
Cir. 2013); Fresenius USA, Inc. v. Baxter Int’l, Inc., 733 F.3d 1369 (Fed. 
Cir. 2013); and certiorari was denied, 134 S. Ct. 2295 (2014). 

53. dPlus, Inc. v. Lawson Software, Inc., Nos. 2013-1506 and 2013-1587, July 
25, 2014. 
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One interesting issue apparently not addressed by the Court in 
these cases is the issue of claim construction as a matter of law. In 
Baxter, the District Court construed the claims and this construc-
tion was subjected to de novo review by the Federal Circuit. Using 
this construction, the claims were found not to be invalid. Never-
theless, the PTO thereafter invalidated the claims apparently using 
a different meaning of the claims, based on their broadest reason-
able interpretation (by logic, this interpretation is not what the 
claims mean as a matter of law). Once a Court has determined as a 
matter of law what the claims mean, how can an administrative 
agency take a valuable item of personal property (the patent) away 
from its owner by saying the claims mean something else? Is there a 
due process issue here? These issues are yet to be determined.
(Patent Claim, Rel. #1, 10/14) 1–15
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