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Introduction


For better or for worse, patent infringement trials often boil down to a contest between conflicting testimony by the parties’ respective technical experts, and in particular testimony regarding whether the patent-in-suit is invalid for obviousness over the prior art.  Why obviousness?  First of all, practically speaking, a patent action that finds itself actually being tried is as likely to hinge on validity as on infringement (for which the patent-holder presumably has at least a convincing theory) .  And the validity dispute will more likely than not revolve around questions of obviousness (i.e., invalidity over a combination of prior art references) as opposed to the more relatively straightforward question of anticipation (i.e., invalidity over a single reference).  Although not dispositive by any means, both judges and juries when determining whether a patent is invalid for obviousness will inevitably rely heavily on the testimony of technical experts regarding the scope of the prior art and its applicability to the claims.  As a result, the ability to effectively utilize technical experts to establish obviousness, and to undermine the other side’s expert on this same issue through cross-examination, is a fundamental skill on which many an infringement outcome will depend. 

The Law of Obviousness


It is important to shape the evidence offered at trial, your opening statement, and your closing argument, based on the instructions the jury will receive at the close of the case.  Various model jury instructions such as those found on the AIPLA’s web site can serve as sources for obviousness instructions.  Keep in mind, however, that currently available form instructions on obviousness may evolve as the Federal Circuit applies the reasoning of the Supreme Court’s decision in KSR Int'l v. Teleflex, Inc., 550 U.S. ___, 127 S. Ct. 1727 (2007), so look at the most recent cases to see if they contain anything helpful to your position.

The starting point of any obviousness analysis  is 35 U.S.C. §103:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time of the invention to a person having ordinary skill in the art to which said subject matter pertains.  Patentability shall not be negatived by the manner in which the invention was made.


Five very important principles spring from this language.  First, the subject matter “as a whole,” not individual parts of it, must have been obvious.  See Hartness Int’l, Inc. v. Simplimatic Eng’g Co., 819 F.2d 1100, 1108 (Fed. Cir. 1987)(“[T]he inquiry is not whether each element existed in the prior art, but whether the art made obvious the invention as a whole . . ..”).  Second, the subject matter must have been obvious to one of ordinary skill in the art, not to an expert.  See Endress + Hauser, Inc. v. Hawk Measurement Systems PTY.,  122 F.3d 1040 (Fed. Cir 1997) (“The ‘person of ordinary skill in the art’ is a theoretical construct used in determining obviousness under § 103, and is not descriptive of some particular individual.”).  Third, the invention must have been obvious at the time it was made and not at some later time.  See Uniroyal, inc. v. Rudkin-Wiley Corp., 837 F.2d 1044, 1050-51 (Fed. Cir 1988).  Fourth, the relevant art, both for assessing the prior art and the level of ordinary skill, is the art to which the subject matter of the invention pertains.  See State Contracting & Engineering v. Condotte America, Inc., 346 F.3d 1057, 1069 (Fed. Cir. 2003).  Fifth, the manner in which the invention was made, whether by painstaking research or a “flash of genius,” is irrelevant to validity.  See CFMT Inc. v. Yieldup Intern. Corp., 349 F.3d 1333, 1340 (Fed. Cir. 2003).


These five principles still apply after KSR, but two of them may be affected by the reasoning of KSR.  First, KSR hints at a different standard of unobviousness for an invention consisting of a combination of old elements.  The statute says that obviousness is judged on the basis of the invention as a whole, but KSR states one must “look with care at a patent application that claims as innovation the combination of two known devices according to their established functions . . . .”  127 S.Ct. at 1741.  This statement stems from prior Supreme Court cases which require a combination of old elements to “create some new synergy,” KSR at 127 S.Ct. 1740.  It suggests a higher standard of unobviousness for inventions claiming combinations of known elements, although the Court does recognize that “inventions in most, if not all, instances rely upon building blocks long since uncovered, and claimed discoveries almost of necessity will be combinations of what, in some sense, is already known”  KSR at 127 S.Ct. 1741. 


The second of the above principles affected by KSR is the scope of the relevant art.  KSR takes a much broader view of what is analogous art than the Federal Circuit does in cases such as State Contracting.  See KSR at 127 S.Ct. 1742.  (“[F]amiliar items may have obvious uses beyond their primary purposes, and in many cases a person of ordinary skill will be able to fit the teachings of multiple patents together like the pieces of a puzzle.”) 

Graham v. John Deere Factual Inquiries

The statute provides the legal framework for considering obviousness.  But section 103 has been interpreted to require answers to certain factual inquires before the legal determination of obviousness is made.  Graham v. John Deere Co., 383 U.S. 1 (1966) sets forth the primary fact inquiries:

Under § 103, the scope and content of the prior art are to be determined; differences between the prior art and the claims at issue are to be ascertained; and the level of ordinary skill in the pertinent art resolved.  Against this background, the obviousness or nonobviousness of the subject matter is determined.  Such secondary considerations as commercial success, long felt but unresolved needs, failure of others, etc., might be utilized to give light to the circumstances surrounding the origin of the subject matter sought to be patented.  As indicia of obviousness or nonobviousness, these inquiries may have relevancy.

Id. at 17-18.  The “secondary considerations” are “essential components of the obviousness determination,” In re Rouffet, 149 F.3d 1350, 1355 (Fed. Cir. 1998), and include evidence of copying, long felt but unresolved need, failure of others, commercial success, unexpected results created by the claimed invention, unexpected properties of the claimed invention, licenses showing industry respect for the invention, and skepticism of skilled artisans before the invention.  Id.  A court must fully consider such evidence.  Panduit Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 1570 (Fed. Cir. 1987); Ashland Oil, Inc. v. Delta Resins & Refractories, 776 F.2d 281, 306 (Fed. Cir. 1985) (“Secondary considerations may be the most pertinent, probative, and revealing evidence available to the decision maker in reaching a conclusion on the obviousness/nonobviousness issue.”).

Motivation to Modify or Combine


Before KSR, a finding of obviousness required proof of a teaching, suggestion, or motivation (TSM) to combine references or to modify the prior art to obtain the claimed invention.  In re Rouffet, 149 F.3d at 1355 (“When a rejection depends on a combination of prior art references, there must be some teaching, suggestion, or motivation to combine the references.”); B.F. Goodrich Co. v. Aircraft Braking Sys. Corp., 72 F.3d 1577, 1582 (Fed. Cir. 1996) (“When obviousness is based on a particular prior art reference, there must be a showing of a suggestion or motivation to modify the teachings of that reference.”).  Motivation “may come explicitly from statements in the prior art, the knowledge of one of ordinary skill in the art, or, in some cases the nature of the problem to be solved.”  In re Kotzab, 217 F.3d 1365, 1370 (Fed. Cir. 2000); see also Ruiz v. A.B. Chance Co., 357 F.3d 1270, 1276-77 (Fed. Cir. 2004).  The TSM test was formulated in an effort to avoid hindsight reconstruction of the invention based solely on the inventor’s own description of the invention.


It appears that the TSM test lives on after KSR, but in a “more flexible” form as only one way to analyze obviousness.  On the one hand, the Supreme Court seems to have criticized only the Federal Circuit’s rigid application of the TSM test.  KSR, 127 S.Ct. at 1739 (“Throughout this Court’s engagement with the question of obviousness, our cases have set forth an expansive and flexible approach inconsistent with the way the Court of Appeals applied its TSM test here.”) and at 1741 (“The flaws in the analysis of the Court of Appeals relate for the most part to the court’s narrow conception of the obviousness inquiry reflected in its application of the TSM test.”).  On the other hand, the Court was critical of the test itself.  127 S.Ct. at 1742-43 (“Rigid preventative rules that deny factfinders recourse to common sense, however, are neither necessary under our case law nor consistent with it.”); and at 1743 (“What we hold is that the fundamental misunderstandings identified above led the Court of Appeals in this case to apply a test inconsistent with our patent law decisions.).


Despite that criticism, the Court recognized a need articulate a reason why it would be obvious to combine elements of the prior art to render the invention obvious.  127 S.Ct at 1741 (“[I]t can be important to identify a reason that would have prompted a person of ordinary skill in the relevant field to combine the elements in the way that the claimed invention does.”).  In addition, the Court cited two 2006 decisions of the Federal Circuit reached after the Court granted certiorari in the KSR case, both of which “elaborated a broader conception of the TSM test . . . .”  127 S.Ct. at 1743.  (“The extent to which [these cases] may describe an analysis more consistent with our earlier precedents and our decision here is a matter for the Court of Appeals to consider in its future cases.”)


So, the TSM test may still be alive, albeit in a more flexible form as expressed in DyStar Textilfarben v. C.H. Patrick Co., 464 F.3d 1356, 1367 (Fed. Cir. 2006 and Alza Corp. v. Mylan Labs., Inc., 464 F.3d 1286, 1291 (Fed. Cir. 2006).  Because there is a need to explain motivation from the art itself or the nature of the problem addressed, motivation to combine or modify is an area frequently subject to testimony of technical experts.  See, e.g., Group One, Ltd. v Hallmark Cards, Inc., 407 F.3d 1297, 1304 (Fed. Cir. 2005); Princeton Biochemicals v. Beckman Coulter, 411 F.3d  1332, 1338 (Fed. Cir. 2005).  Moreover, in light of KSR, it is more important than ever to have an expert testify about such things as “the inferences and creative steps that one of ordinary skill in the art would employ.”  KSR, 127 S.Ct. at 1741.  

Obvious to Try


The Federal Circuit has rejected attempts to equate motivation to combine, leading to obviousness, with a teaching or suggestion to try an approach that might lead to the invention.  According to the Federal Circuit, motivation is different from a suggestion to vary parameters or to try each of numerous possible choices or to explore a promising field of exploration with only general guidance, each of which is evidence of an improper “obviousness to try,” standard.  Medichem, S.A. v. Rolabo, S.L., 437 F.3d 1157, 1167 (Fed. Cir. 2006).  


Unfortunately or fortunately (depending on which side you are on), the Supreme Court seems to have fully rejected this entire body of Federal Circuit law.  The Court stated that it was error to conclude “that a patent claim cannot be proved obvious merely by showing that the combination of elements was ‘obvious to try.’  When there is a design need or market pressure to solve a problem and there are a finite number of identified, predictable solutions, a person of ordinary skill has good reason to pursue the known options within his or her technical grasp.  If this leads to the anticipated success, it is likely the product not of innovation but of ordinary skill and common sense.  In that instance the fact that a combination was obvious to try might show that it was obvious under §103.”  KSR, 127 S.Ct. at 1742.

Selection of the Expert


Rule 702 of the Federal Rules of Evidence states that [i]f scientific, technical, or other specialized knowledge will assist the trier of fact to understand the evidence or to determine a fact in issue, a witness qualified as an expert by knowledge, skill, experience, training, or education, may testify thereto in the form of an opinion or otherwise.”  The Federal Circuit has noted the importance of expert testimony in patent cases.  See Mitsubishi Elec. Corp. v. Ampex Corp, 190 F.3d 1300, 1313 (Fed Cir. 1999) (“It is well recognized that the persuasiveness of the presentation of complex technology-based issues to lay persons depends heavily on the relative skill of the experts.”).  


Selection of the expert witness follows from the legal definition of obviousness and the factual inquiries which must be answered to determine obviousness.  The expert must be qualified to testify about the level of ordinary skill in the pertinent art at the time of the invention, the scope and content of the prior art, the differences between the prior art and the claimed invention, and the motivation to modify the prior art or combine references to arrive at the claimed invention.


In practice, the principles which flow from 35 U.S.C. § 103 dictate certain characteristics of the testifying witness.  The expertise of the witness must be in the art pertinent to the claimed invention.  The expert’s expertise must be at or above the level of ordinary skill in that art at the time of the invention, as defined through consideration of factors such as the education and experience of the inventors and others working in the art at the time of the invention.  See Environmental Designs v. Union Oil Co. of Cal., 713 F.2d 693, 696 (Fed. Cir. 1983)   Typically, the parties reach agreement as to the level of ordinary skill, but the expert must opine on this if the parties cannot agree.  


The witness should be someone who was skilled in the pertinent art at the time the invention was made.  It is not impossible for a person currently expert in the art, who was 10 years old at the time of the invention, to study the written prior art, talk to people who worked in the art at the time of the invention, etc., and then testify about what would have been obvious at the time he or she was 10 and had no concept of the pertinent art.  But such testimony is more credible and easier to accept if the witness was skilled in the art and working in the field at the time the invention was made.


Finally, the expert should be someone with whom the jury can identify because of factors such as demeanor and/or geographic origin.  For example, if the case is being tried in Cincinnati, the expert preferably will be a professor from Ohio State or a consultant from that region.  From experience, a bearded professor from NYU with a Brooklyn accent does not go over well in Cincinnati, and much of a patent case hinges on how well the expert is received.  On the other hand, a congenial engineer, retired from Detroit Edison, with no prior experience as an expert witness and testifying for the first time, may be well-received and given wide latitude by the jury in a trial in the Eastern District of Michigan.

Care and Feeding of the Expert


The materials given to the expert will be dictated by the opinions you want expressed at trial and the underlying evidence relevant to those opinions.  Expect that everything exchanged with the expert will be discoverable.  See In re Pioneer Hi-Bred Intern., Inc., 238 F.3d 1370, 1375-76 (Fed. Cir. 2001) (“[T]he 1993 amendments to Rule 26 of the Federal Rules if Civil Procedure make clear that documents and information disclosed to a testifying expert in connection with his testimony are discoverable by the opposing party, whether or not the expert relies on the documents and information in preparing his report.”).  One favorite line of cross-examination is to show that the expert did not consider something relevant to obviousness.  Thus, the expert should be told to consider all materials received from counsel.  Moreover, potentially relevant information should not be purposely withheld from the expert without serious consideration.  Also, inform the expert to ask you for any material which she or he deems relevant to an obviousness opinion so that it is clear that the expert is free to review all available evidence and is not being spoon-fed.


Remember, the expert must give an opinion on the ultimate issue of obviousness, but the opinion must be supported by testimony concerning the facts which were considered in arriving at the opinion and why those facts lead to the opinion.  “Lack of factual support for expert opinion going to factual determinations, however, may render the testimony of little probative value in a validity determination.”  Ashland Oil, 776 F.2d at 294; see also Rhone-Poulenc Agro, S.A. v. DeKalb Genetics Corp., 272 F.3d 1335, 1358 (Fed. Cir. 2001) (“In an obviousness determination, some evidentiary support must be offered beyond and expert’s conclusory opinion.”).


Accordingly, the expert must be prepared to explain the scope and content of the prior art, namely what the prior art teaches and/or suggests regarding the claimed invention.  As no single piece of prior art teaches the entire invention, the expert must be prepared to explain the differences between the prior art and the claimed invention.  Presumably, the differences will be small and they will be taught by one or more additional pieces of prior art.  The expert must be prepared to show that there was or was not motivation to combine or modify the prior art to arrive at the claimed invention through the art itself, or knowledge of one of ordinary skill, or the nature of the problem to be solved(or, in view of KSR, some other reason).  Finally, the expert must express an opinion as to the level of ordinary skill in the art at the time of the invention and, ultimately, an opinion that one of such skill would or would not have found the invention to be obvious in light of the prior art. 

Working With the Expert and Preparing the Report


A witness who will provide expert testimony  at trial must be identified and must submit “a written report prepared and signed by the witness.”  Rule 26(2), Fed. R. Civ. P.  The expert report must contain certain subject matter specified by this Rule.  


An expert report prepared by the lawyers does not comply with the Rule 26 requirement that the report be “prepared” by the witness.  Typically, an expert will testify that the lawyers merely put the report to paper after the witness and the lawyers conferred.  But even with that explanation, a jury may not find an expert very credible if the expert’s report was drafted by the lawyers.  Indeed, the judge will instruct the jury that what the lawyers say is not evidence.  In a case where it can be proven that the lawyers drafted the opinion or some significant part of it without the expert’s input, opposing counsel may explain in closing argument that an expert report written by the lawyers is not the expert’s opinion, but that of the lawyers; and the jury should not give the opinion any weight since, “as the judge will instruct you; what the lawyers say is not evidence.”  Thus, find a way to assist the expert in writing a report that reflects the correct facts and legal principles (and the expert’s beliefs and opinions) without doing the writing and preferably is in the expert’s own words (which will be most comfortable to the expert when he or she testifies).


As noted above, expect everything exchanged with the expert to be discoverable.  The expert should be reminded, and always keep in mind when working with the expert, that notes taken by the expert, bills submitted by the expert, and other similar items likely will be discoverable.  Occasionally the parties agree not to seek drafts of expert reports in discovery, but absent such an agreement they are discoverable.

Examination and Cross-Examination at Trial


Direct examination of the expert will be limited by the content of the expert report.  It is potentially harmful to the credibility of the attorney and the expert if the court sustains an objection that an area of attempted testimony is outside the scope of the expert report and thus is off limits.


Direct examination is a time to introduce the expert to the jury and get them to trust the expert.  In addition, approach direct examination with the objective of protect the credibility of the expert.  One way is to bring out any problems that might have come out during the deposition.  Another, perhaps more important way is to limit the responsibility of the expert.  Expanding the scope of the expert’s responsibility by stretching the testimony to encompass opinions which are not solidly defensible or are at or beyond the edges of the expert’s expertise opens up the expert to potentially fatal cross or leaves the door open for the other side’s expert to make points with the jury.


Cross-examination of an expert should avoid technical details if possible.  Try to keep the focus on qualifications, credibility, and bias.  Focusing on technical details often reinforces the mystique of the witness as an expert in the field without producing any damaging testimony.  Often, necessary technical details can be supplied by your own, friendly expert.
Conclusion 
The credibility of a technical expert’s testimony on obviousness will depend on heavily on how objective it appears, or can be made to appear, to be.  Any indication that the expert failed to adequately consider alternative theories, or to sufficiently analyze the patent-in-suit or prior art in question will lead to the suggestion that he was spoon-fed the information (or worse, the conclusion) by the attorneys who hired him.
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