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I.
Recent Judicial/TTAB Survey Decisions
Relevant Universe

The survey universe is one of the most commonly criticized aspects of trademark surveys.  The following are cases in which perceived errors in the identification of the relevant survey universe resulted in the survey being discounted or excluded.

Smith v. Wal Mart Stores, Inc., 537 F. Supp. 2d 1302 (N.D. Ga. 2008).

Wal-Mart filed trademark infringement and dilution claims against the party marketing “Wal*ocaust” and “Wal-qaeda” T-shirts on the website www.cafepress.com.  Wal-Mart offered a mall-intercept confusion survey among participants over the age of twelve who were likely purchasers of t-shirts, mugs, and other items on the web.  The court admitted the survey but criticized it heavily for including all Internet shoppers rather than limiting the survey to consumers of the Café Press website.  Finding that the survey universe was, therefore, badly over-inclusive, the court assigned the survey too little weight to raise an issue of material fact at summary judgment.
University of Kansas. v. Sinks, 2008 U.S. Dist. LEXIS 23763 (D. Kan. 2008) 
The University of Kansas filed a trademark infringement and dilution action against a marketer of t-shirts that parodied KU’s trademarks.  KU offered a trademark confusion telephone survey among Lawrence, Kansas residents (where KU’s main campus is located).  In particular, the survey screened for residents who had recently purchased KU merchandise.  The court criticized the survey for its inclusion of past purchasers of plaintiff’s products, instead of the proper universe in a forward confusion case – likely future purchasers of defendant’s products.

Time Warner v. Fleet, Opposition No. 91155422 (TTAB 2008).

A study measuring awareness of the ROAD RUNNER mark for broadband internet service was found by the TTAB to be of little value because of a flawed sampling plan resulting in a skewed universe.  Although 60% of the interviews were conducted with randomly selected respondents, 40% were conducted with current Road Runner customers, unfairly skewing the results toward a fairly high awareness of Road Runner.  The appropriate universe for determining the prominence of the Road Runner mark would have been the general universe of broadband internet customers without regard to what particular service they currently subscribed to.
Leelanau Wine Cellars, Ltd. v. Black & Red, Inc., 502 F.3d 504 (6th Cir. 2007)
In a dispute between wine producers from Michigan’s Leelanau Peninsula, the plaintiff submitted a survey concluding that defendant’s “Chateau de Leelanau” name was likely to be confused with plaintiff’s registered “Leelanau Cellars” mark.  The survey, conducted in 4 Michigan malls, showed wine purchasers an ad for Leelanau Cellars and then 5 bottles of Michigan wine. Respondents were then questioned to determine whether they believe Chateau de Leelanau comes from the winery shown in the ad.  The court admitted the survey into evidence but accorded it little weight.  A major point of the court’s criticism was that the survey universe was not limited to purchasers of Michigan-produced wines who acquire wine through wine-tasting rooms, defendant’s primary distribution method.  
Presentation of Stimuli/Controls to Respondents
The ideal survey stimuli are selected or created to represent true marketplace conditions to the greatest extent possible, typically by exposing respondents to the defendant’s mark or product.  Either the same set of respondents or a separate “control group” are also sometimes shown a control mark or product to screen out noise – i.e. the tendency of respondents to guess or otherwise indicate confusion for reasons unrelated to the trademark/trade dress at issue.  Surveys which present marks or products in manners that do not reflect actual marketplace conditions or which emphasize a connection between plaintiff’s and defendant’s products beyond what would occur in the real world have been frequently criticized and discounted, as illustrated by these recent court and TTAB cases:
Bass Pro Trademarks v. Sportsman’s Warehouse, Cancellation No. 92045000 (TTAB 2008).

In an effort to cancel a registration for the mark Sportsman’s Warehouse (and design), petitioner submitted a survey in which its Bass Pro Shops Sportsman’s Warehouse logo was shown to respondents, followed by six logos for other outdoor gear businesses, including the respondent’s design.  The TTAB found the 35% net confusion result to have little probative value because respondent’s logo was the only one of the array of six logos with any similarity to petitioner’s mark.  The TTAB felt the array of marks was engineered to suggest a connection between petitioner’s and respondent’s marks.  The Board also stated that any “confusion” created merely by the concurrent use of a descriptive term is not legally recognizable where the marks as a whole are visually and aurally distinguishable.   

Louis Vuitton Malletier v. Dooney & Bourke, Inc., 525 F. Supp. 2d 558 (S.D.N.Y. 2007) (Special Master’s report), adopted by 525 F. Supp. 2d 576 (S.D.N.Y. 2007)

In Louis Vuitton, the court criticized the stimuli used to measure potential confusion between plaintiff’s and defendant’s handbags.  One of the plaintiff’s surveys showed test group respondents videos of women carrying defendant’s handbags and control group respondents a video showing women carrying a 3rd party handbag.  The bags’ logos, at the heart of the dispute, were not clearly visible due to the distance of the camera from the subjects.  The Special Masters assigned to consider the surveys heavily criticized these stimuli as failing to recreate marketplace conditions and testing the “overall look” of the bags, rather than the relevant marks.  The Special Masters also concluded that the control handbag was inadequate because it contained an obvious logo of a famous handbag maker – Coach – and therefore, was not a plausible choice to properly screen out noise.
Smith v. Wal Mart Stores, Inc., 537 F. Supp. 2d 1302 (N.D. Ga. 2008)

In the Wal-Mart case discussed above, survey respondents viewed either defendant’s actual T-shirts or a simulated website created by the plaintiff’s expert that attempted to represent a consumer’s experience of shopping for defendant’s T-shirts on the web.  The court criticized the fictional website, which differed significantly from the actual website in that the latter contained many different sellers of different kinds of goods, as opposed to the survey stimulus, which took respondents directly to the defendant’s t-shirt.  

University of Kansas. v. Sinks, 2008 U.S. Dist. LEXIS 23763 (D. Kan. 2008) 

In the University of Kansas case noted above, respondents were presented with a side-by-side comparison of the following: two officially-licensed Kansas University T-shirts, two of defendant’s unlicensed Kansas University T-shirts, and two control T-shirts.  Commenting that such a side‑by‑side comparison does not reflect how a real consumer would encounter the allegedly infringing t-shirts in the actual marketplace, particularly since the parties’ goods are sold through different establishments, the court rejected the survey.

University of Texas v. KST Electric, 2008 U.S. Dist. LEXIS 8883 ( W.D. Tex. 2008).
In a lawsuit claiming that the University of Texas’ Longhorn trademark was likely to be diluted by defendant’s mark, defendant offered a survey purporting to show that the UT Longhorn logo is not sufficiently recognized to be considered famous under TDRA – only 5.8% of respondents in the U.S. and 21.1% of respondents in Texas associated the UT Longhorn logo with UT alone.  The court found that the survey failed to prove lack of fame because, among other reasons, the survey presented the UT logo in white rather than its typical burnt orange color.
Leelanau Wine Cellars, Ltd. v. Black & Red, Inc., 502 F.3d 504 (6th Cir. 2007)

In the Leelanau Wine Cellars case cited above, respondents were presented with five wine bottles of third-party Michigan-produced wine, and then defendant’s bottle.  The court gave the survey little to no weight, opining that a side-by-side comparison of wines did not replicate the manner in which actual consumers would encounter the defendant’s products.
Hormel Foods v. Spam Arrest, Cancellation No. 92042134 (TTAB November 2007)

A dilution survey showing that the name “Spam Arrest” (anti-spam computer software) caused 44.7% of respondents to think of the mark SPAM for canned meats was found unpersuasive by the TTAB due to a number of flaws, including that the survey presented the mark Spam Arrest generally as “internet software,” rather than in the specific context of software that is used for blocking unsolicited commercial email.  The Board also criticized the survey for lack of a control to screen out noise.
Wording of Survey Instructions/Questions

It is well-settled that trademark survey instructions and questions should: (1) specifically address the relevant issues; (2) be as clear and non-suggestive as possible; and (3) instruct respondents not to guess and that they are free to answer “don’t know” if they have no opinion.  Surveys that do not comply with these criteria have been viewed with less reliability by the courts and TTAB.  

E.T. Browne v. Cococare, 2008 U.S. App. LEXIS 16585 (3rd Cir. 2008).
A “Thermos” survey designed to determine whether “Cocoa Butter Formula” is generic was found to be significantly flawed because the survey asked respondents for terms “describing” the product at issue, in addition to asking for terms “identifying” the product category.  As a result of having asked for “descriptions,” many respondents gave adjectives describing the product (such as “moisturizing” or “healing”) and only 30% of respondents gave a noun identifying the product type.  Nevertheless, the fact that no respondents mentioned the term “Cocoa Butter Formula” was found to have enough probative value to allow the mark-owner to survive summary judgment on the genericness issue.  
Louis Vuitton Malletier v. Dooney & Bourke, Inc., 525 F. Supp. 2d 558 (S.D.N.Y. 2007)
In Louis Vuitton, the Special Masters criticized one of plaintiff’s surveys for failing to instruct respondents not to guess or to answer “I don’t know” if appropriate.  A second survey offered by plaintiff was criticized because one of the questions was too ambiguous and confusing.  The question asked whether defendant’s bag was put out by a company that has “some business relationship” with the company whose bag was shown first.  The court felt this language was so vague as to lead respondents to answer yes without any particular understanding of what such a “relationship” might consist of or whether such relationship is truly related to source, sponsorship, or affiliation.  

University of Texas v. KST Electric, 2008 U.S. Dist. LEXIS 8883 (W.D. Tex. 2008).
In the University of Texas case, the court discounted plaintiff’s dilution survey because it felt that a question asking whether the logo was associated with any “company, organization, or place” led respondents away from naming an educational institution.  The court felt that such question wording encouraged them to name a place rather than a school.  The problematic nature of this question was also compounded in the eyes of the court by the fact that respondents who mentioned Texas, Texas Longhorns, or Texas football were not counted as having associated the logo with University of Texas.  
Gen. Conf. Corp. of Seventh-Day Adventists v. McGill, 87 U.S.P.Q.2d 1813 (W.D. Tenn. 2008)
In order to measure genericness of the term Seventh Day Adventist, a survey was conducted asking respondents “[w]hat organization do you associate the term “Seventh Day Adventist” with?” and “[w]hat else, if anything, do you associate the term with?”  The survey result was that 23% of the public answered a “religious organization or group,” 18% a “church,” and 5% a “church organization or group.”  The court criticized the phrasing of the survey questions, finding that it made it extremely difficult to tell whether the respondents associated the term “Seventh-day Adventist” with a specific religious organization or merely with a type of religion.  The court also found that the first question led respondents to associate the term with a specific source by asking them to identify an “organization.”  The follow-up probe was insufficient to cure this error because it failed to discern between respondents who were thinking of a particular organization and respondents who were thinking of a type of religion.  

Smith v. Wal Mart Stores, Inc., 537 F. Supp. 2d 1302 (N.D. Ga. 2008)

In Wal-Mart, the plaintiff’s survey was criticized for survey wording that asked which company “put out” the (parody) t-shirts at issue.  If the respondents answered Sears, Wal‑Mart, or K‑Mart, they were counted as “confused” and the interviewer was directed to skip other confusion questions and go to the dilution questions.  The court found that this question was improperly worded and undermined the double-blind nature of the study by allowing the interviewers to discern the identity of the survey’s sponsor (Wal-Mart).  In addition, since the questions inquired “which company” put out the product, respondents were led to name companies and not the defendant, an individual.

University of Kansas. v. Sinks, 2008 U.S. Dist. LEXIS 23763 (D. Kan. 2008) 

In University of Kansas, respondents were asked if they thought the defendant’s and the control “Nebraska” t-shirts were licensed but were not asked this question in connection with the other t-shirts.  In the eyes of the court, this omission unfairly suggested to respondents that the parties’ t-shirts were, in fact, related and unlicensed.
Leelanau Wine Cellars, Ltd. v. Black & Red, Inc., 502 F.3d 504 (6th Cir. 2007)

In Leelanau, respondents were shown an ad for plaintiff’s wine and were then asked whether they believed that any of the wine bottles in front of them (only one of which used the word LEELANAU) came from the same winery as the wine in the ad.  The court criticized this question (along with the presentation of multiple wines together) for leading respondents to assume that at least some wine in the display must be the correct answer, and for making the defendant’s wine stand out as the obvious one in the display.

Bay State Savings Bank v. Baystate Financial Services, L.L.C., 484 F. Supp. 2d 205 (D. Mass. 2007).

Plaintiff submitted a survey purportedly demonstrating that BAY STATE had acquired secondary meaning for banking products.  The court criticized the survey for failing to measure whether respondents associated “Bay State” with institutions specifically providing investment or insurance services, because it asked only if respondents associated the words “Bay State” with any “financial institution or institutions” in the relevant area.  

Meaning of Survey Results
7-Eleven v. Morrison, Opposition No. 91154687 (TTAB 2008).
In sustaining 7-Eleven’s Opposition to an application for the mark SLURP-EZE for pet bowls, the TTAB considered a survey in which 19% of respondents who were exposed to the mark SLURP-EZE for pet bowls mentioned 7-Eleven or SLURPEE.  The TTAB commented on the small sample size of 162, but found the survey was entitled to some weight.  Specifically, the TTAB found that the survey suggested that pet bowls and soft drinks are sufficiently related in the minds of the consuming public for confusion to be likely to occur.  

Jada Toys, Inc. v. Mattell, Inc., 2008 U.S. App. LEXIS 3627 (9th Cir. 2008).

Claiming that the name HOT RIGZ for toy vehicles would dilute Mattel’s HOT WHEELS mark, Mattel offered surveys showing that 28% of respondents exposed to the HOT RIGZ name and 7% exposed to a HOT RIGZ package believed Hot Rigz to be put out by Mattell/Hot Wheels.  The Ninth Circuit accepted the surveys as sufficient evidence to permit a finding of likelihood of dilution. The court failed to comment on the surveys’ reliance on typical “confusion” questions rather than dilution-focused questions or why it felt 7% (without a control) was sufficient. 
Sara Lee Corp. v. Amine Mahmoud, Opposition No. 91162134 (January 2008).

In opposing an application to register LEGSTICK for hosiery, Sara Lee Corp. offered a survey showing that 17.7% of women who were shown LEGSTICK on a card thought this brand is put out by L’EGGS (14.1% specifically mentioning “legs” in the name Legstick.)  The TTAB found the survey to be probative evidence supporting a likelihood of confusion and sustained the opposition. 

Louis Vuitton Malletier v. Dooney & Bourke, Inc., 525 F. Supp. 2d 558 (S.D.N.Y. 2007)

Plaintiff’s expert attempted to present results of a confusion survey as evidence of dilution.  The court noted the difference between trademark confusion and dilution and excluded the confusion survey as evidence on the dilution issue.  In addition, plaintiff’s dilution-by-blurring survey was criticized for asking irrelevant questions that failed to measure the impact of the defendant’s product on the plaintiff’s marks.  Plaintiff’s survey expert asked respondents whether their knowledge of the existence of the defendants’ bag would make them more likely to buy the plaintiff’s bags.  This question was did not properly address the issue of dilution because a lower interest in purchasing plaintiff’s bag did not indicate that the ability of plaintiff’s mark to serve as a source identifier had been impaired.  Nor could a question about whether defendant’s bags were “knock-offs” show dilution because it did not produce evidence of the relevant impact of defendant’s use on the plaintiff’s marks.

II.
Trademark Dilution Revision Act: A New Era for Dilution Surveys?

The history of trademark dilution surveys – much like the history of dilution law in general – is one of uncertainty, “confusion,” and error, as courts, commentators, and researchers have struggled (often unsuccessfully) with how a survey could properly measure dilution as that concept has been variously defined and as it has evolved over time.  In contrast to likelihood of confusion surveys, very few courts have offered guidance on how a proper dilution survey might be constructed and fewer still have accepted and given significant weight to dilution surveys.
  This lack of a general consensus on acceptable designs for dilution surveys has been exacerbated by the changing legal landscape, as the Supreme Court in Moseley v. Victoria Secret Catalogue
 cast doubt on much of dilution law that had come before it and, now, the Trademark Dilution Revision Act (“TDRA”) has over-ruled the law of Moseley in certain key respects.  A relatively small number of dilution surveys have been attempted since Moseley and only a handful of courts have considered dilution surveys after Moseley.  

The passage of TDRA has certainly revived the doctrine of dilution as a viable source of federal protection for owners of famous marks and has sparked renewed interest in dilution surveys.  Several key provisions of TDRA are of particular relevance to how dilution will be assessed through survey research.
In the TDRA, Congress defines a trademark as “famous” if it is “widely recognized by the general consuming public.”  This definition seems intended to reverse previous case law establishing that dilution could be actionable even when the mark is famous only within a specialized group of consumers or within a limited geographical region.  Therefore, researchers attempting to measure dilution should think carefully before: (1) using a universe that is defined so as to be limited to a specialized class of consumers; and (2) limiting the universe to a particular geography.
  Such definitions of the universe may be criticized and possibly lead to the exclusion of the survey.  

TDRA also clearly establishes a high standard for fame, and implies that surveys assessing a mark’s fame must do so nationally among the general consuming public.  In one TTAB case since TDRA, the Board considered a survey offered as evidence of fame.  In Seven-Eleven v. Wechsler, the TTAB’s first major dilution decision since TDRA, the Board found that survey evidence showing 73% unaided awareness of BIG GULP was sufficient to meet TDRA’s heightened burden for proving fame.  The Board, however, ruled that the mark GULPY for portable animal water dishes was not likely to dilute Seven Eleven’s BIG GULP mark.  No likelihood of dilution survey was offered and the Board found the marks were not sufficiently similar to create a likelihood of an association leading to blurring.  See Opposition No. 91117739 (May 15, 2007)
TDRA also provides the following guidance relevant to dilution survey research:

· Perhaps most significantly, TDRA overrides the Supreme Court’s actual dilution standard, establishing a likelihood of dilution standard and opening the door for likelihood of dilution surveys.
· TDRA clarifies that dilution protection extends to famous marks that have acquired their distinctiveness, making it unnecessary for a survey measuring fame or dilution to also establish that the mark is inherently distinctive.

· TDRA explicitly recognizes a cause of action for tarnishment, a form of dilution that is often easier to measure through survey research than blurring.

Under the actual dilution standard prior to TDRA, most dilution surveys sought to measure whether the allegedly diluting use was “associated” with or called to mind the famous mark.  TDRA seems to encourage “association” surveys by defining dilution as an “association arising from the similarity between a mark or trade name and a famous mark” that impairs the distinctiveness or harms the reputation of the famous mark.  

In Moseley, the Supreme Court distinguished between cases involving identical marks and those involving non-identical marks, and held that, at least in the case of non-identical marks, “mere association” of the defendant’s mark with plaintiff was not enough to prove actual dilution.
  Likewise, surveys that have established nothing more than that the defendant’s mark “calls to mind” the famous mark have been criticized for falling short of establishing dilution.

Although the analysis in Moseley was that “mere association” was not sufficient to prove actual dilution, the court’s position that “association will not necessarily reduce the capacity of the famous mark to identify the goods of its owner”
 may also carry over to a likelihood of dilution standard.  

TDRA now defines blurring as an association arising from the similarity between the famous mark and the diluting mark “that impairs the distinctiveness of the famous mark.”  Similarly, TDRA defines tarnishment as an association arising from the similarity between the famous mark and the diluting mark “that harms the reputation of the famous mark.”  Consistent with the Supreme Court’s words in Moseley, TDRA seems to recognize “association” and “impairs the distinctiveness” as separate prongs, each of which would presumably require proof.

This is not to suggest that survey evidence of association is not valuable or that it should not be considered.  It should, as association is one of the steps in the dilution analysis laid out in TDRA.
  Survey researchers do need to consider, however, that, on its own, survey evidence that shows only that the defendant’s mark is associated with or calls to mind the plaintiff may not be sufficient to support a conclusion that there is a likelihood that the mark’s distinctiveness will be impaired or that the mark’s reputation will be harmed.

While most dilution surveys will likely continue to be of the “association” variety, other survey designs have been developed to go further and measure the likelihood of harm to the distinctiveness or reputation of a famous mark.  Such surveys often involve exposing consumers to the allegedly diluting use through mailings, emails, phone calls, websites, and/or other communications.  A variety of techniques can then be employed to measure these consumers’ perceptions of the famous mark as compared to the perceptions of consumers who have not been exposed to the diluting use or who have been exposed to a control stimulus.

Surveys under TDRA must also be carefully designed to adequately address the type of dilution that is alleged to occur, and to ask questions that a court will find relevant to the legal dilution concepts involved.  A potential weakness in surveys designed to measure dilution by blurring is to ask questions that do not address the impairment of the “distinctiveness” of the famous mark as that term is defined but, rather, address the allegedly diluting mark’s impact on “brand associations” that may fall outside the legal definition of trademark dilution.

At the heart of the concept of dilution by blurring is the idea of the “distinctiveness” of the mark.  In the legal trademark context, “distinctiveness” has typically meant the ability of the mark to identify the mark owner (or licensee) as the sole source of goods or services offered in connection with the mark.  It is therefore a potential weakness for a dilution-by-blurring survey to fail to measure this traditional trademark function – the ability of the mark to identify a unique source.

In the world of marketing, “brand equity” and “differentiation” are concepts that play large roles.  Unlike attorneys, who are accustomed to thinking in terms of the legal definitions pertaining to trademarks, marketing and market research experts tend to think in terms of “brand equity” and “differentiation” – concepts that are arguably broader than the traditional definitions of “trademark” and “distinctiveness.”  “Brand equity” encompasses much more than the ability of a name to identify and distinguish a unique source.  It encompasses a broad range of associations that consumers have with a brand, such as associations between a brand and particular product attributes, benefits, and values.  Similarly, “differentiation” encompasses more than the trademark concept of “distinctiveness” – it encompasses not only the communication of a unique source but also the communication of the unique benefits that are associated with a brand.

In designing trademark dilution studies, there is the danger that market researchers will ask questions that are relevant to a mark’s impact on certain brand associations, but are not very relevant to the core meaning of distinctiveness – the source-identifying function of the plaintiff’s mark.  For example such questions might be addressed to: (1) what attributes respondents associate with a brand; (2) how desirable products bearing the brand are; or (3) how likely respondents would be to purchase a product with the brand.  Without also directing questions to the impairment of the mark’s ability to identify source, surveys that rely on the above types of questions risk being accorded less weight.
  

This is not to say that “distinctiveness” should not be interpreted more expansively to treat impairment to a broader range of brand associations as falling within the definition of blurring.  Indeed, some survey experts have argued that brand equity should be protected by dilution law
 and a few courts have accepted survey evidence regarding impact on various types of brand associations as probative on the topic of dilution (albeit prior to Moseley and TDRA.)  However, the majority of purported dilution studies that did not address what the court interpreted to be the meaning of blurring – harm to the ability of the mark to identify source – have been criticized.  A researcher needs to think very carefully about the distinction between trademark distinctiveness and brand equity and keep in mind that, at a minimum, impairment to the ability to identify source is at the heart of the meaning of blurring.  Failure to tailor at least some questions to the source-identifying function risks missing the mark.

In the context of tarnishment surveys, a similar pitfall can be avoided by paying close attention to the distinction between (1) questions that elicit associations between a mark and shoddy, morally questionable, or offensive goods; and 2) questions that elicit associations between the mark and goods that are merely less upscale, desirable, or expensive.  The use of an identical or similar mark on shoddy, morally questionable or offensive goods, or a use of the mark that is insulting or offensive, or portrays the mark in an unwholesome or unsavory context certainly falls within the definition of tarnishment.  The use of a mark in connection with goods that merely cost less or are not as upscale may not be.

Although the line between use of a mark in connection with shoddy or offensive goods and use of a mark in connection with less desirable, less prestigious goods can be a fuzzy one, this distinction may help the researcher avoid criticism that may be directed at surveys that rely on questions designed to elicit less positive associations in connection with issues such as price, desirability, product benefits, or level of prestige.  Prior to TDRA, several courts had rejected dilution arguments centering on such associations as missing the point of tarnishment, which these courts interpreted as being focused on offensive or demeaning connotations.
 It is not entirely clear whether TDRA’s definition of tarnishment as association that “harms the reputation” of the famous mark might be interpreted to encompass a broader form of harm – i.e., harm beyond association with shoddy, morally questionable or offensive goods or messages.  

As discussed in the context of blurring, some marketing and market research experts will certainly take the position that tarnishment does (or should) encompass harm to brand equity, in terms of the creation of less favorable associations between brand and product, even in the absence of unwholesome or offensive trademark use or use in connection with shoddy or morally questionable goods.  And it may be that this position gains judicial acceptance, and that surveys showing that consumers associate a famous mark with less expensive, desirable, or prestigious goods will be accepted as evidence of tarnishment.  For the sake of caution, however, researchers should keep in mind the distinction between the “unsavory” theory of tarnishment and the theory of injury to favorable brand associations and that they can lower the probability of having a survey criticized by framing questions more geared to the traditionally accepted conception of tarnishment.

Several dilution surveys have been considered by the courts since the passage of TDRA.  In Nike, Inc. v. Nikepal Int'l, Inc., Civil Action No. 2:05-cv-1468-GEB-JFM (E.D. Cal. September 17, 2007), a U.S. District Court ruled that the mark NIKEPAL for laboratory services was likely to dilute the famous NIKE mark.  When asked over the telephone what came to their mind when read the word Nikepal, 87% of survey respondents mentioned Nike.  Analyzing this “association” survey under TDRA, the court found that this large percentage indicated both: (1) that the marks are nearly identical; and (2) a strong degree of “actual association” between Nikepal and Nike.   Although TDRA defines “fame” based on the general consuming public, Nike’s association survey limited the relevant universe to prospective customers of Nikepal.  The court took no issue with this universe.  Accepting the survey as strong evidence on several factors in TDRA’s likelihood of dilution analysis, the court reversed the TTAB’s earlier decision rejecting Nike’s opposition to Nikepal and permanently enjoined defendant from using Nikepal.  The Nikepal survey was also cited by a U.S. District Court in the Western District of Kentucky on the remand of the Moseley case.

In the Jada Toys case, a survey was offered to support the claiming that HOT RIGZ for toy vehicles would dilute Mattel’s HOT WHEELS mark.  The survey asked typical likelihood of confusion questions, including what company puts out the product HOT RIGZ and whether that company received authorization from, or is affiliated with, any other company.  The Ninth Circuit accepted the results of this survey as sufficient evidence of an association of HOT RIGZ and HOT WHEELS to permit a finding of likelihood of dilution.

In Starbucks v. Wolfe’s Borough Coffee, Inc., 79 USPQ2d 1138 (S.D.N.Y.2005), a district court considered a dilution survey in the context of a tarnishment claim under the new standards of TDRA.  Starbucks pointed to the fact that its survey showed that 62% of those who associated the mark CHARBUCKS with STARBUCKS had a negative impression of the use of Charbucks in connection with coffee.  The district court rejected this finding as evidence of tarnishment, noting that consumers having a negative impression of the Charbucks mark does not mean that consumers’ perceptions of Starbucks would be negatively impacted.  As the court pointed out, a survey that had sought to measure the impact of negative associations with Charbucks on respondents’ positive associations with Starbucks would have more appropriately addressed the likelihood of dilution by tarnishment. 
III.
Reliability and Acceptance of Online Surveys Increasing

Following the lead of the business world, courts and other legal bodies are increasingly accepting online surveys as reliable evidence.  The criticisms that have typically been leveled against online surveys in the legal context are: (1) the limited number of people who can be reached to participate in an online survey; (2) the lack of control over the survey process when the respondent takes the survey in their own home without the supervision and guidance of the interviewer; (3) the potential difficulty in presenting stimuli to respondents via the internet; (4) the limited ability to obtain complete and thorough open-ended responses from respondents who have to type in their answers themselves and have no live interviewer to probe and clarify responses; (5) the fact that on-line survey takers often take many surveys and may not be representative of the ordinary respondent; (6) the difficulty in validating online interviews.
Researchers have creatively limited the potential downside of these factors in a variety of ways.  Online panel providers have increased the size of their panels and developed more sophisticated procedures for ensuring representativeness of online samples in terms of age, gender, geography, and other factors.  Similarly, panel providers now routinely clean their panels and validate the characteristics of their panel members, which increase the defensibility of using an online panel for sampling.  Other methods for expanding the reach of the online survey beyond internet panels have also been developed, including methods whereby internet users who are browsing the internet at the time a survey is occurring may receive a pop-up invitation to take part in a survey, even if they are not part of an online panel.  Online surveys can also be programmed to maintain greater control over the interview process, for example, by creating time-limits and other constraints that minimize the ability of respondents to consult other people or resources while taking the survey.  
In certain contexts, there are also significant advantages to internet surveys over more traditional sampling/interviewing methodologies.  Online surveys can be taken at a convenient time and in a comfortable setting for a respondent, minimizing distraction and allowing the respondent to focus on the survey.  Online surveys have the benefit of a telephone survey in allowing for maximum geographic coverage but also the benefit of a mall-intercept survey in terms of being able to present stimuli that need to be viewed and/or heard, such as print ads or television commercials.  The ability to screen many respondents without the involvement of a live interviewer reduces the cost of interviewing and makes it possible to reach low incidence markets.  The absence of a live interviewer also minimizes the possibility of an interviewer biasing the results of a study or creating fraudulent results.  Results of internet studies are also typically available in real time and can be quickly tabulated and reported on.  In addition, as online commerce becomes more and more the norm, using the internet to simulate the process of encountering marks and products will be representative of an actual marketplace experience in more and more contexts.
In many ways, the internet is ideal for dilution surveys.  On-line surveys are generally considerably less expensive than mall-intercept and telephone studies, and therefore, the typical survey sponsor will be able to afford to do a larger number of interviews, which is often necessary to reliably measure dilution.  Images can be shown to respondent on a computer screen, which is often sufficient to satisfy requirements regarding realistic presentation of the marks.  In addition, if it is appropriate to survey the “general consuming public” rather than consumers of a particular category of product or services, the internet is becoming increasingly useful for reaching potential respondents.  

� While survey researchers must be guided by their own expertise and knowledge of the principles of their field, those conducting studies intended to be used as evidence in legal proceedings must also be familiar with legal definitions and case law in order to satisfy the legal standards that will govern the admissibility of and weight given to the survey.


� 537 U.S. 418 (2003).


� This is not to suggest that a researcher may not interview in a particular geographical area for reasons other than the definition of the universe.  For example, if the allegedly diluting mark is only being used in a particular geography, it may be appropriate to interview in that geography if the survey design requires sampling respondents who have already been exposed to the diluting mark.  Likewise, in a research design that requires a control group of respondents who have yet to be exposed to the defendant’s mark, it may be appropriate to draw respondents for a control group from certain geographical areas in which the defendant’s mark has not been used.  However, the survey design should not be premised on the idea that the plaintiff’s mark is only famous in a certain geography.





� Moseley, 537 U.S. at 433-34 (must show not only a mental association but also a change in perception toward the holder of the famous mark.)  See also Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Div. Of Travel Dev., 170 F.3d 449 (4th Cir. 1999) (holding that mere association of defendant’s slogan with plaintiff’s mark did not establish dilution; plaintiff must also show that consumers will associate plaintiff’s mark less strongly with plaintiff.)


� Moseley, 537 U.S. at 433.


� In addition, the Supreme Court in Moseley left open the possibility that association might be enough to indicate a likelihood of dilution in cases of identical marks – i.e., that in the case of identical marks, a showing of association might justify an inference that the distinctiveness of the famous mark is likely to be impaired.


� This is not to suggest that individual questions asking about “association” or what a mark “calls to mind” are improper.  Many courts have accepted such questions as valid.  The point is that a dilution survey that does not go beyond proof of association may be given less weight for failing to show likelihood of injury to distinctiveness or reputation.


� This is a particular danger in trade dress cases, in which courts are even more likely to be dismissive of evidence that a product is less desirable or less associated with certain benefits because a product with a similar appearance has come on the market.  Without evidence that the junior product actually impairs the ability of the senior product’s trade dress to identify its source, a survey is unlikely to be accorded much weight on the topic of dilution.


� See, e.g., Joel Steckel, Robert Klein, & Shelley Schussheim, Dilution Through the Looking Glass: A Marketing Look at the Trademark Dilution Revision Act of 2005, 96 TMR 616 (2005).


� See, e.g., Montblanc-Simplo GmbH v. Aurora Due S.r.L., 363 F. Supp. 2d 467 (E.D.N.Y. 2005) (rejecting claim under New York dilution statute that mark would be tarnished by association with defendant’s less prestigious product where there were no allegations of “unwholesome or unsavory use.”); Estate of Ellington v. Gibson Piano Ventures, Inc., 75 U.S.P.Q.2d 1724 (S.D. Ind. 2005) (rejecting tarnishment claim where defendant’s products were not as high-end as plaintiff’s, but were not alleged to be “shoddy.”);


� See, Clinique Laboratories, Inc. v. Dep Corp., 945 F. Supp. 547 (S.D.N.Y. 1996) (no tarnishment where defendant’s products were cheaper but “neither shoddy or unwholesome.”)  e.g., McFly, Inc. v. Universal City Studios, Inc., 228 U.S.P.Q. 153 (C.D. Cal. 1985) (no tarnishment where there is no unwholesome or degrading context of the use of a mark); King Research, Inc. v. Shulton, Inc., 324 F. Supp. 631 (S.D.N.Y. 1971) (tarnishment does not apply if defendant’s products do not have poor reputation or quality.)
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