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Section 2(d) and (e)(1) Refusals and Substantive Issues in
Ex Parte Appeals: The Applicant’s Perspective

Christopher C. Larkin

Seyfarth Shaw LLP

Section 2 of the Lanham Act provides that “[n]o trademark by which the goods of the applicant may be distinguished from the goods or others shall be refused registration on the principal register on account of its nature” unless the mark violates one of the statutory prohibitions on registration.  The structure of § 2(d) places the burden on the Patent and Trademark Office (“PTO”) to show that a mark is ineligible for registration on the basis of one or more of these prohibitions.

Section 2 contains a variety of prohibitions on registration based upon the nature of a mark.  These materials will focus on the most common bases invoked by the PTO in the ex parte examination of applications, likelihood of confusion under § 2(d) and mere descriptiveness and genericness under § 2(e)(1).  These refusals account for the vast majority of refusals issued by the PTO.

Likelihood of Confusion Refusals

Refusals under § 2(d) of the Lanham Act are based upon the statutory prohibition on the registration of a mark that “so resembles a mark registered in the [PTO] . . . as to be likely, when used on or in connection with the goods of the applicant, to cause confusion, to cause mistake, or to deceive.”  The examining attorney searches for such registered marks and cites registered marks whose registrations are still subsisting.

In theory, there are numerous factors that are relevant to the determination of likelihood of confusion under the seminal decision in In re E.I. duPont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).  As a practical matter, however, the limited evidentiary record on the ex parte examination of an application typically results in the examining attorney’s focusing on the similarity of the marks and goods.  The PTO has developed form paragraphs addressing these two duPont factors and summarizing the law that examining attorneys are instructed in the Trademark Manual of Examining Procedure (“TMEP”) to apply.  Frequently-applied principles are discussed below.  Most of them limit the flexibility of the applicant in responding to a § 2(d) refusal.


Similarity of the Marks

The similarity of the marks is determined by a comparison of the marks, in their entireties, as to appearance, sound, connotation, and commercial impression.  The comparison is made from the prospective of the average purchaser of the applicant’s goods, who is deemed to retain a general, rather that specific, impression of trademarks, including the registrant’s mark.  The comparison is also limited to the mark as drawn in the application and as shown in any cited registrations; extraneous matters that are present when the marks are actually used, such as house marks and trade dress, are irrelevant.  As a result, the applicant cannot rely upon features of its own actual use of its mark, or of the provable actual use of the cited mark, that are not present in the application or cited registration.

The degree of similarity required to support a finding of likelihood of confusion depends in part upon the similarity in the relevant goods or services.  If the relevant goods or services are identical, a lesser degree of similarity between the marks is required for confusion to be likely.

Although marks must be compared in their entireties, examining attorneys often cite and rely upon a rule that one portion of a composite mark may be “dominant,” and appropriately given greater weight in the comparison, because it has greater source-identifying significance than another portion.  Generic or descriptive portions of a composite mark are usually not considered to be dominant.  Words are generally found to dominate composite word-and-design marks because they are employed when the marks are spoken.  The effect of this rule depends upon whether a common element of the applied-for and cited marks is a source-identifying feature, or an unprotectable element.

Examining attorneys also frequently invoke a rule that the addition of an element, such as the applicant’s house mark or generic or descriptive matter, to a mark shown in a registration does not avoid confusing similarity.  With respect to the similarity of marks in sound, examining attorneys also frequently invoke a rule that there is no single or “correct” way to pronounce a mark.  This rule limits the applicant’s ability to rely upon a single or promoted pronunciation of its mark to avoid aural similarity with the cited mark.

The PTO applies the so-called doctrine of “foreign equivalents” in the course of making § 2(d) refusals (as well as on § 2(e)(1) genericness and mere descriptiveness refusals).  This doctrine requires the translation of foreign words from non-obscure languages into English for purposes of comparing them to English-language words in registrations.  The equivalence pertains primarily to similarities in meaning of two marks, so applicants can still argue that differences in sight and sound may be sufficient to avoid a likelihood of confusion.  The PTO also applies the doctrine of “legal equivalents,” under which a pictorial representation and its literal equivalent may be found to be confusingly similar.  As with the doctrine of foreign equivalents, the similarity flowing from the doctrine of legal equivalents primarily focuses on similarity in meaning, so again the applicant can argue, to some degree, that differences in sight and sound are sufficient to avoid a likelihood of confusion.

Applicants frequently attempt to show that marks are not confusingly similar by making of record third-party registrations of the same or similar marks, or of portions of the pertinent marks.  Although examining attorneys frequently rely upon third-party registrations, without evidence of use of the registered marks, to show that goods and services may emanate from the same source, applicants’ evidence of third-party registrations is usually given less weight or may be disregarded entirely unless the number and nature of the registrations make them probative to show, for example, that common portions of the pertinent marks are “weak” because they are generic or descriptive terms, or otherwise have significance with respect to the pertinent goods.
Similarity of the Goods and Services

The degree of similarity required for confusion to be likely depends in part on the degree of similarity between the relevant marks.  If the marks are identical, the degree of similarity between the goods or services necessary for confusion to be likely declines.

The fundamental rule applied by the PTO on this factor, and the one that most significantly restricts the applicant’s ability to argue against a § 2(d) refusal, provides that the comparison of the relevant goods or services must be based upon the identifications of goods or services in the subject application and the cited registration, regardless of what the parties’ actual uses of their marks are.  For example, if “shoes” is the identification of goods in an application or registration, and the application or registration contains no restrictions or limitation on the goods, or on the channels of trade or classes of customers for the goods, the identification will be deemed to include all goods that fairly fall within that identification, sold through all normal channels of trade and to all normal classes of customers for such goods.  This rule would preclude the applicant from arguing, on the basis of extrinsic evidence, that its or the registrant’s actual use of its mark on goods identified as “shoes” involves a narrower subset of those goods (such as hiking boots), sold through a narrower channel of trade (such as sporting goods stores), to a narrower class of sophisticated customers (such as outdoor enthusiasts).

Identifications involving terms such as “shoes” are not susceptible to narrowing by extrinsic evidence, but more complicated, technical, or otherwise vague identifications whose meanings are not self evident may be.  Thus, it may be possible to introduce extrinsic evidence, based upon the testimony of executives or investigators, or Internet web pages, as to the actual nature, channels of trade, and classes of customers for goods or services whose identification contains some uncertainty and thus permits some explanation.

To show that goods or services are related, examining attorneys frequently rely upon stories from the LEXIS/NEXIS database showing that goods or services are used together, and third-party registrations of marks for both parties’ goods or services.  It is often difficult for applicants to rebut such evidence by “proving a negative,” but applicants should carefully scrutinize the examining attorney’s evidence to see if it is truly probative of this issue.  For example, stories from foreign publications, or registrations based upon Section 44 of the Lanham Act (which are issued without proof of use in commerce) or involving the registration of retailer house marks, may not demonstrate that goods or services are related in the United States.
Other Issues

Several additional rules and practices restrict the flexibility of the applicant in responding to a § 2(d) refusal.  Unlike with descriptiveness refusals (discussed below), any doubts on the issue of likelihood of confusion are resolved against the applicant and in favor of the prior registrant.  This “rule of doubt” is frequently invoked by examining attorneys and, while it has been held not to be evidence in and of itself, or a substitute for evidence, it increases the burden on the applicant to rebut the examining attorney’s prima facie case of likelihood of confusion.
As noted above, the existence of third-party registrations of the same or similar marks for the same or similar goods is often given little or no weight.

In the absence of a cancellation proceeding, an applicant is not permitted to collaterally attack a cited registration by arguing, for example, that the registered mark has been abandoned or is generic.

There is limited utility in arguing that consumers of the parties’ goods or services are sophisticated and exercise care in the purchasing process because of the price of the goods or services, or other factors, unless the relevant identifications of goods or services show that customers are invariably sophisticated or that the goods or services are invariably expensive.  For example, an applicant whose goods are identified as “wine” could not successfully argue, on the basis of its actual use of the mark in connection with high-priced wines sold only to wine connoisseurs, that the customers for its goods are sophisticated and would exercise care in purchasing due to the high price of the goods.

As discussed above, the substantive law under § 2(d) and PTO practice limit the arguments and evidence that applicants can present in response to likelihood of confusion refusals.  The applicant is not entirely without options, however, particularly if a cited registration is vulnerable to cancellation for abandonment or on some other ground.  Cancellation of a cited registration removes it as an impediment to registration, while a credible threat of cancellation may enable an applicant to extract a consent to registration from the owner of the cited registration.  Under current law, a consent agreement that does virtually anything more than simply recite the registrant’s bare consent to the applicant’s registration of its mark will likely be sufficient to overcome a § 2(d) refusal.

Descriptiveness/Genericness Refusals

Refusals under § 2(e)(1) of the Lanham Act are based upon the statutory prohibition on registration of marks that “when used on or in connection with the goods of the applicant [are] merely descriptive or deceptively misdescriptive of them.”  Analytically, refusals on the ground that a mark is generic are based upon the theory that genericness is considered the “ultimate” in descriptiveness under § 2(e)(1), or that a generic term does not function as a “trademark” and thus is not eligible for registration under § 1.
The standard language in a § 2(e)(1) descriptiveness refusal recites the rule that a mark is considered merely descriptive if it describes an ingredient, quality, characteristic, function, feature, purpose, or use of the specified goods or services.  The language also recites rules that the determination as to whether a mark is merely descriptive is made not in the abstract, but instead in relation to the goods or services for which registration is sought, and that a mark need not describe all of the features or attributes of the pertinent goods or services to be merely descriptive of them.


The examining attorney has the obligation to establish a prima facie case of genericness or abandonment.  This is typically done by making of record, in the application file, evidence of the use of the mark, or the constituent elements of the mark, as a generic or descriptive term.  This evidence commonly takes the form of stories from the LEXIS/NEXIS database, dictionaries (including acronym and technical dictionaries), reference works and encyclopedias (including on-line sources like Wikipedia), the applicant’s own materials (including its website and any specimens), third-party registrations, and third-party websites.  Although examining attorneys’ ability to gather and present evidence of genericness or descriptiveness has traditionally been characterized as restricted in view of the limited resources of the PTO, the Internet has made this process considerably easier and likely has imposed a slightly higher burden on examining attorneys as a practical if not legal matter.  Nevertheless, examining attorneys are typically held to a lower evidentiary standard than applicants with respect to some matters such as the probative value of third-party registrations.


The good news here is that unlike in the case of § 2(d) refusals, the “rule of doubt” works in § 2(e)(1) cases in the applicant’s favor, such that any doubt about the genericness or descriptiveness of the mark in question is resolved in favor of, not against, publication of the application for opposition.  The rationale for this rule is that if a term is truly generic or merely descriptive, an opposition to registration of the term as the applicant’s mark will be filed by someone who needs the right to use or continue to use the term generically or descriptively.  Accordingly, the applicant’s objective on genericness or descriptiveness refusals should be to raise sufficient doubt, through attacks on the examining attorney’s prima facie case, and the submission of contrary arguments and evidence, to invoke this rule in favor of applicants.


Because an examining attorney’s obligation on a first office action is to raise a prima facie case of genericness or descriptiveness, or for other reasons, examining attorneys often make a limited or perfunctory record on the first office action based upon the most readily-available evidence.  It is important to scrutinize the examining attorney’s evidence carefully to see whether it is probative of what the examiner intends to show through it.  For example, stories from the LEXIS/NEXIS database that did not circulate in the United States, or that are cumulative or redundant, should be given no or little weight with respect to the meaning or significance of a term to Americans, and stories that reference the applicant’s own use of the subject mark, or reflect public knowledge that the allegedly generic or descriptive term is associated with the applicant, should be identified as such, and argued to be evidence that actually favors the applicant.


In addition to addressing the examining attorney’s argument and evidence, an applicant should consider submitting its own evidence.  It is usually not sufficient simply to attack the examining attorney’s prima facie case as insufficient, because the examining attorney is free to augment the record in a second office action to cure any defects identified by the applicant and, as a legal matter, the applicant is charged with the duty of rebutting the examining attorney’s prima facie case, and this usually requires the submission of evidence to support legal argument.  Such evidence may include third-party registrations showing that the PTO has not consistently treated the mark, or a constituent element of the mark, as a generic or descriptive term, dictionary listings that do not define the mark, or a constituent element of the mark, in the manner argued by the examining attorney, evidence that an acronym mark may have multiple meanings inconsistent with the examining attorney’s position, and LEXIS/NEXIS stories that show the public’s identification of the mark with the applicant.

Other Grounds for Refusal


Section 2 of the Lanham Act contains numerous grounds for refusal of registration beyond likelihood of confusion and genericness or descriptiveness.  Some are obscure and rarely invoked, while others, such as the prohibition on registration of a mark that is primarily merely a surname or on registration of a mark that is scandalous or immoral, are invoked more commonly.  The specific legal issues implicated by such refusals are beyond the scope of this paper and presentation, or will be covered by other speakers, but it is worth noting that the “rule of doubt” favors the applicant on surname and scandalous and immoral refusals, and applicants should approach refusals on those grounds with the objective of creating doubt as to the validity of examiner’s prima facie case on those issues.

Ex Parte Appeal Issues


The procedural issues regarding the appeal of final ex parte refusals of registration are treated at length in the TMEP and the Trademark Board Manual of  Procedure (“TBMP”) and will not be discussed in these materials.  These issues should be studied carefully to avoid common mistakes, such as failing to appeal timely in the mistaken belief that the filing of a request for reconsideration of a final refusal tolls the time to appeal.


The applicant should also consider possible alternatives to appeal.  These include amendment of the application to seek registration on the Supplemental Register where possible, compliance with any outstanding requirements imposed by the examining attorney where possible (such as the entry of a requested disclaimer), and abandonment of the application in favor of a future filing.

The key substantive issue on appeals, separate and apart from the substantive law to be argued by the applicant, involves the evidentiary record upon which the appeal will proceed.  The evidentiary record is often critical and Board judges routinely have expressed the view that applicants often appeal on an inadequate or incomplete record.  The Board’s rules provide that, with certain exceptions discussed below, the evidentiary record on which the appeal will be decided must be complete when the notice of appeal is filed.  This rule requires the applicant to make of record all of the evidence upon which it intends to rely on appeal prior to filing the notice of appeal.  Applicants frequently try to introduce evidence such as third-party registrations with their appeal or reply briefs.  Such evidence is untimely and will not be considered unless the examining attorney addresses it on the merits and thus waives any untimeliness objections.  This rarely happens, and should never be assumed.

As noted above, examining attorneys frequently make only a limited evidentiary record on the first office action, leaving the applicant an opportunity to put the examining attorney to his or her proof through a response that rebuts the prima facie case.  The examining attorney then has a “second bite at the apple” to improve his or her evidentiary showing in connection with issuing a final refusal of registration.  The applicant also has a second bite in the form of a request for reconsideration of the final refusal, which permits the applicant to introduce additional evidence, but the applicant must gauge whether to file the request and give the examining attorney a potential “third bite” at the evidentiary apple in response to the request, or simply to file a notice of appeal on the record in existence when the final refusal is issued.  The applicant does not get a “third bite” to introduce additional evidence in response to any additional evidence made of record by the examining attorney following a request for reconsideration, although the applicant can address such evidence in its appeal briefs.

There are a few exceptions to the rule that the record must be complete when the notice of appeal is filed, the most significant of which involve a request for judicial notice, a request to remand the application to the examining attorney for consideration of new evidence (either on motion or with the examining attorney’s consent), and the treatment of untimely evidence by either party on the merits.

Judicial notice of dictionary definitions or other matters that are subject to judicial notice under Rule 201 of the Federal Rules of Evidence may be requested at any time, including in the applicant’s brief on appeal or at oral argument.  It is important to note, however, that the Board will not take judicial notice of registrations issued by the PTO or of pending applications, evidence that applicants frequently try to make of record in this manner.

Requests for remand may be based upon the existence of previously-unavailable evidence, a change in counsel on appeal, or agreement with the examining attorney to submit additional evidence, such as a consent agreement that might obviate a § 2(d) refusal.

If either the applicant or the examining attorney do not object to untimely evidence and proceed to address it on the merits, it will be deemed to be part of the record.  Applicants should not expect examining attorneys to make this error (though they sometimes do) and applicants should be vigilant in objecting to any untimely evidence offered by the examining attorney.
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